TRADE-MARK 
REPORTER - 


OCTOBER 


‘¢ os S 
i ) & SS ~ 
—=- - 


— “\ 
 £ Sa 
i = \ 
,\ % 
tt r’ 
Aids 
- , 
a “4 
- v ~ 
)] fy 
; ~ BN 
. ai 


Ui Bs ‘ Y f ; 
kom 











ANNOUNCEMENT 








The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown Cloth, Vols. 1-5, $3.50 1.75 : 
Later Vols. 4.00 2.00 
Brown Buckram, Vols. 1-5, 4.00 2.00: 
Later Vols. 4.50 2.50 
Half Morocco, Vols. 1-5, 5.00 2.50 
Later Vols. 6.00 3.50 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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STARK BROS. CO. V. WILLIAM P. STARK AND WILLIAM H. STARK 


, 


SrarK Brotruers Nurseries & OrcHarps Company v. WILLIAM P. 
Srark AND Wituiam H. Stark, Trustees, Doinc Business 
UnperR THE NAME AND StTyLeE or WitiiamM P. STARK 


NURSERIES 
Supreme Court of the United States 
January 31, 1921 


‘Trape-M ark—REGISTRATION INFRINGEMENT AccouNnTING — DamaGes 

Limitation To Date or NOorIce. 

In a suit for the infringement of a registered trade-mark brought 
in a Federal district court by citizens of the same state, both the 
accounting of profits and the damages are limited to the date when 
notice was given of the registered mark. 


On writ of certiorari to the United States Circuit Court of 


Appeals for the Eighth Circuit to review a decree affirming and 


oe NT oe 


modifying a decree of the District Court for the Western District 


of Missouri in favor of plaintiff in a trade-mark infringement suit 
Affirmed. 


Andrew B. Remick, for petitioner. 


Xenophon P. Wilfley, for respondents. 


Mr. Justice Houmes delivered the opinion of the Court. 

This is a suit brought September 11, 1916, in the district court 
of the United States by the petitioner, a Missouri corporation, 
against citizens of Missouri, for an infringement of a trade-mark. 
“Stark Trees,” registered under the Act of Congress of February 
20, 1905 (chap. 592, 33 Stat. at L., 724; Comp. Stat., sec. 9485; 
9 Fed. Stat. Anno. 2nd ed., p. 747), and amendments. The district 
court found infringement and unfair competition, granted an in 
junction, and made a decree for an account of profits from March 
11, 1914, when the infringement began, limiting the damages, 
however, to those suffered after August 26, 1916, that being the 
date when the plaintiff gave the defendant notice of the registra- 
tion of the mark. The circuit court of appeals concurred with th: 
district court as to the facts, but limited the account as well as 


the damages to the date when notice was given of the registered 
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mark, a few days before the bringing of this suit (248 Fed. 154; 
168 C. C. A. 221; 257 Fed. 9). This limitation is the only ques- 
tion here. 

By section 28 of the Trade-Mark Act, it is made the duty of 
the registrant to give notice to the public by attaching certain 
specified words or abbreviations to the trade-mark, or to the re- 
ceptacle wherein the article is inclosed; 


and in any suit for infringement by a party failing so to give notice of 
registration no damages shall be recovered except on proof that the de- 
fendant was duly notified of infringement, and continued the same after 
such notice. (33 Stat. at L., 730; chap. 592, Comp. Stat., sec. 9514; 9 Fed. 
Stat. Anno. 2nd ed., p. 789.) 


The infringement that is sued for is infringement of a reg- 
istered trade-mark, not infringement of a trade-mark. That is the 
plain meaning of the above words and the necessary scope of this 
suit, since that is the scope of the jurisdiction of the district court. 
(A. Leschen & Sons Rope Co. v. Broderick §& B. Rope Co., 201 
U. S. 166, 127; 50 L. Ed. 710, 712; 26 Sup. Ct. Rep. 425.) It 


seems very plain that the plaintiff had a cause of action outside the 
statute, but that would have to be asserted elsewhere, as the suit 
was between citizens of the same state. The statute alone gave 
the right to come into this court of the United States. Coming 
in to assert its statutory rights, we will assume in the plaintiff's 
favor that it would recover for unfair competition that was in- 
separable from the statutory wrong, but it could not reach back 
and recover for earlier injuries to rights derived from a different 
source. 

The plaintiff argues that a notice of March 11, 1914, calling 
on the defendants “to discontinue the unfair competition and in- 
fringement on our rights,’ coupled with the wilful character of 
the defendants’ wrongdoing, ought to lead to a different result, and 
the district judge seems to have had a similar notion. But that 


is to forget the origin and necessary limit of the jurisdiction in 
this case. 


Decree affirmed. 
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WINSTED HOSIERY 





co. V. FEDERAL TRADE COMMISSION 


Winstep Hosiery Co. v. Feperat Trape ComMIssiION 
(272 Fed. Rep. 957) 


United States Circuit Court of Appeals, Second Circuit 


April 13, 1921 


Trape-Marks aNpb Trape-Names—Trape DesigNations—Unrair Compertti- 

TION. 

The use by the appellant of the words “Wool,” “Natural Wool,” 
“Natural Worsted” and “Australian Wool” on underwear of its man- 
ufacture, which contained but a small percentage of wool, is not 
unfair competition, though some may be misled into thinking that the 
goods are all wool, inasmuch as such designations are in common trade 
use, have been employed by the appellant for over twenty years and 
are generally understood to indicate a part-wool product. 


Petition to revise order of the Federal Trade Commission. 
Order reversed. 


Wood, Molloy & France, of New York City (M. J. France, 
of New York City, of counsel), for petitioner. 

Adrien F. Busick, J. T. Clark, and Marvin Farrington, all of 
Washington, D. C., for respondent. 


Before Warp, Hoven, and Manton, Circuit Judges. 


Warp, Circuit Judge: October 30, 1918, the Federal Trad 
Commission issued a complaint against the Winsted Company for 
a violation of section 5 of the Act of September 26, 1914 (Comp. 
St. § 8836e); it appearing to the Commission that a proceeding 
by it in respect thereof would be to the interest of the public. The 
particular charge made was: 


“Paragraph 3. That for more than one year last past, the respondent, 
Winsted Hosiery Company, with the purpose, intent, and effect of stifling 
and suppressing competition in the manufacture and sale of underwear in 
interstate commerce, has in the conduct of its business manufactured and 
sold in commerce aforesaid, and labeled, advertised, and branded certain 
lines of underwear composed of but a small amount of wool as ‘Men's 
Natural Merino Shirts,’ ‘Men’s Gray Wool Shirts,’ ‘Men’s Natural Wool 
Shirts,’ ‘Men’s Natural Worsted Shirts,’ ‘Australian Wool Shirts. That 
such advertisements, brands, and labels are false and misleading, and 
calculated and designed to and do deceive the trade and general public 
into the belief that such underwear is manufactured and made and com- 
posed wholly of wool.” 


The answer of the defendant set up among other things: 
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“Paragraph 2. Denies each and every allegation contained in para- 
graph marked ‘Paragraph Third’ of the complaint herein, except that 
the respondent admits that for more than one year last past it has in the 
conduct of its business manufactured and sold in commerce (as set forth 
in the complaint herein) and labeled, advertised, and branded certain 
lines of underwear as ‘Men’s Natural Merino Shirts, ‘Men’s Gray Wool 
Shirts,’ ‘Men’s Natural Worsted Shirts,’ ‘Australian Wool Shirts,’ ‘Men’s 
Natural Wool Shirts. And respondent further admits that such under- 
wear so manufactured and made are not composed wholly of wool. 

“For a further and separate defense to the complaint herein, re- 
spondent alleges as follows: 

“Paragraph Third. That for the past 20 years, and at the present 
time, it has been a general custom and practice in the underwear business 
to manufacture, label, advertise, and brand underwear as ‘Natural Merino,’ 
‘Wool, ‘Natural Wool,’ ‘Natural Worsted,’ and ‘Australian Wool,’ when 
such underwear so described is not composed wholly of wool, but, on the 
contrary, is composed only in part of wool, varying in the percentage 
of wool according to the different mills manufacturing such underwear, 
to meet the varying demands of the trade solicited and served, and, fur- 
ther, that said general custom and practice has been and now is universal 
in the underwear trade throughout the United States, and has been fol- 
lowed by all the manufacturers engaged therein, and, further, that said 
general custom and practice has been and now is well known to and rec- 
ognized by the distributors of underwear throughout the United States.” 


For the purpose of expediting the proceeding and of avoiding 
the time and expense incident to a hearing, a statement of facts 


was agreed upon which contains among other things: 


“Paragraph 7. That for the past 20 vears it has been a general cus- 
tom and practice in the underwear business to manufacture, label, adver- 
tise, and brand underwear, and such wearing apparel as ‘Natural Merino,’ 
‘Wool’ ‘Natural Wool, ‘Natural Worsted, and ‘Australian Wool, when 
in fact such underwear so described is not composed wholly of wool, and 
is composed only in part of wool, varying in the percentage of wool 
according to the different mills manufacturing underwear to meet the 
varying demands of the trade solicited and served; that this custom and 
practice is general and universal in the underwear trade throughout the 
United States, and is followed by manufacturers engaged therein; that 
there are a few manufacturers of underwear whose products are composed 
wholly of wool and are branded and labeled by them as ‘All Wool’; that 
large quantities of underwear and similar wearing apparel has been im- 
ported into the United States from foreign countries, and it comes into 
direct competition with the underwear manufactured in the mills through- 
out the United States; that the underwear and similar wearing apparel! 
so imported into the United States has been and now is labeled, branded 
and advertised as ‘Wool,’ ‘Merino,’ and ‘Worsted’ underwear, in accord- 
ance with the general custom and practice in the underwear trade in the 
United States, although the said underwear is not composed wholly of 
wool, but, on the contrary, is composed partly of wool in varying per- 
centages.” 
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The Commission filed its conclusion of law as follows: 


“From the foregoing findings the Commission concludes that the 
method of competition set forth is, under the circumstances set forth, 
in violation of the provisions of section 5 of an act of Congress approved 
September 26, 1914, entitled ‘An act to create a Federal Trade Commis- 
sion, to define its powers and duties, and for other purposes.’” 


And it issued its order to cease and desist as follows: 


“Now, therefore, it is ordered that the respondents, Winsted Hosiery 
Company, its officers, agents, representatives, servants, and employees, 
cease and desist from directly or indirectly employing or using the labels 
and brands ‘Wool,’ ‘Merino, and ‘Worsted,’ or any similar descriptive 
brands or labels on underwear, socks, or other knit goods composed partly 
of wool, except either (1) when a knit fabric is made entirely of wool 
yarns of a kind specified, or (2) when the term describing the wool stock 
is joined with the name of other staple or staples contained in the knitted 
fabric (e. g., Wool and Cotton; Worsted and Cotton; Wool, Worsted, 
Merino, and Cotton; Worsted, Cotton, and Artificial Silk). 

“Respondent is further ordered to file a report in writing with the 
Commission, three months from notice hereof, stating in detail the manner 
in which this order has been complied with and conformed to.” 


March, 1920, the Winsted Company filed its petition in this 
court to set aside the order. Thereupon the Commission applied 
for permission to take additional evidence under section 5 of the 
act, which was granted. A great deal of testimony was taken by 
the Commission, which fully established that the trade was not 
misled in any respect by the label complained of. But some wit- 
nesses testified that in their opinion some part of the consuming 
public was or might be misled into thinking the underwear so de- 
scribed was pure wool. 

January 14, 1921, the following modification of its original 
order to cease and desist was issued by the Commission: 

“This proceeding having been heard by the Federal Trade Commis- 
sion upon complaint of the Commission, the answer of the respondent, 
the statement of facts, agreed upon by counsel for the Commission and 
respondent, and upon the additional evidence taken for the Commission 
under an order of the United States Circuit’Court of Appeals for the 
Second Circuit, dated October 18, 1920, and the Commission having, by 
reason of such additional evidence, modified some of its original findings 
and adopted new findings as to the facts, and adopted its conclusion that 
the respondent has violated the provisions of the act of Congress approved 
September 26, 1914, entitled ‘An act to create a Federal Trade Commis- 
sion, to define its powers and duties, and for other purposes,’ it now rec- 


ommends the following modification of its original order to cease and 
desist herein, dated January 20, 1920. 
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“It is now ordered that the respondent, the Winsted Hosiery Com- 
pany, its officers, agents, representatives, servants, and employees, do cease 
and desist from employing or using as labels or bands on underwear or 
other knit goods not composed wholly of wool, or on the wrappers, boxes, 
or other containers in which they are delivered to customers, the word 
‘Merino,’ ‘Wool,’ ‘Worsted’ alone or in combination with any other word 
or words, unless accompanied by a word or words designating the sub- 
stance, fiber, or material other than wool of which the garments are com- 
posed in part (e. g., ‘Merino, Wool, and Cotton’; ‘Wool and Cotton’; 
‘Worsted, Wool, and Cotton’; ‘Wool, Cotton, and Silk’), or by a word 
or words otherwise clearly indicating that such underwear or other goods 
is not made wholly of wool (e. g., part wool). 

“Respondent is further ordered to file a report in writing with the 
Commissioner, three months from notice hereof, stating in detail the 
manner in which this order has been complied with and conformed to.” 

The Commission is not made a censor of commercial morals 
generally. Its authority is to inquire into unfair methods of com- 
petition in interstate and foreign commerce, if so doing will be of 
interest to the public, and if such method of competition is pro- 
hibited by the act to issue an order requiring the person or cor- 
poration using it to cease and desist from doing so. We have 
heretofore so understood the extent of the Commission’s authority 
in Federal Trade Commission v. Gratz, 258 Fed. 814, 169 C. C. A. 
330 [9 T. M. Rep. 409]; affirmed 253 U. S. 421, 40 Sup. Ct. 572, 
64 L. Ed. 998, and New Jersey Asbestos Co. v. Federal Trade 
Commission (C. C. A.) 264 Fed. 509 [10 T. M. Rep. 160]. 

In this case there was obviously no unfair method of com- 
petition as against other manufacturers of underwear. The labels 
were thoroughly established and understood in the trade. There 
was no passing off of the petitioner’s goods for those of another 
manufacturer. There was no combination in restraint of trade 


nor any attempt to establish a monopoly. Manifestly, no other 


manufacturer of underwear could have maintained a suit against 


the petitioner for unfair competition or for an injunction or dam- 
ages under the anti-trust acts. Assuming that some consumers 
are misled because they do not understand the trade signification 
of the labels, or because some retailers deliberately deceive them 
as to its meaning, the result is in no way connected with unfair 
competition, but is like any other misdescription or misbranding 
of products. Conscientious manufacturers may prefer not to use 
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a label which is capable of misleading, and it may be that it will 

be desirable to prevent the use of the particular labels, but it is 

in our opinion not within the province of the Federal Trade Com- 

mission to do so. 
The order is reversed. 


AKRON-OVERLAND TrirRE Co. v. Wittys-OverLANpb Co. 
(273 Fed. Rep. 674) 


United States Circuit Court of Appeals for the Third Circuit 


June 18, 1921 


Trape-Marxs aNd Unram Competirion—UseE or Part or Corporate NAME 

—“ OVERLAND’ —APPEAL. 

The use by appellant, in its name and in its business of manufac- 
turing automobile tires, of the word “Overland,” the salient feature 
of appellee’s corporate name and known to the public for many years 
as a trade-mark distinguishing automobiles of its manufacture, is 
unfair competition, and the judgment of the lower court is affirmed. 

In equity. Appeal from a decision of the District Court of 
the United States for the District of Delaware. Affirmed. For 


the decision of the lower court, see 11 T. M. Rep. 5. 


John R. Nicholson, of Wilmington, Del. (Warren H. Small, 
of New York City, of counsel), for appellant. 

Robert G. Thach, of New York City, and Andrew C. Gray, 
of Wilmington, Del., for appellee. 


Before Burrincton, Woo.t.ey, and Davis, Circuit Judges. 


Burrineton, Circuit Judge: In this case, the court below, on 
hearing, being of opinion, as recited in its decree, “that the use 
of the word ‘Overland’ by the defendant in its name, in the trans- 
action of its business and in the threatened sale of its stock and 
securities, is calculated to lead the public to believe that the goods, 
stocks, and securities of the defendant are the goods, stocks, and 
securities of the complainant, and that thereby the complainant 
is irreparably injured,” and the complainant having given an ade- 
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quate indemnity bond, issued a preliminary injunction enjoining 
the defendant from using the word “Overland” pending the fur- 
ther order of the court. The facts of the case and the reasons and 
adjudged cases in support of the court’s action, are set forth in 
its opinion printed in 268 Fed. 151 [11 T. M. Rep. 5}. 

A study of the record shows that in the grant of a preliminary 
injunction there was no abuse by the court of the discretionary 
power vested in it upon such a showing of facts and circumstances 
as is there disclosed. We note the earnest contention of defendant's 
counsel that the case was one where there could be no unfair com- 
petition on the part of the defendant, because the defendant was 
not in business competition where the parties were not in competi- 
tion in the same kind of business. In view of this contention we 
deem it proper to say the matter has had our serious consideration, 
and we find no ground to convict the court below of error, either in 
its use of authorities or in other regards; for, while it may be con- 
ceded that the plaintiff company manufactures automobiles and 
the defendant does not, and while the plaintiff does not make or 
sell automobile tires, and the defendant retreads and sells tires, 
and in exact terms the two do not compete in these particular 
things, yet the fact remains that the business of both is so connected 
with automobiles that the public, in buying the stocks, securities, 
and retread tires of the defendant company, by the use of the 
word “Overland” in connection therewith, will, by such descriptive 
word, be led to believe it is buying property or articles owned or 
dealt in by the plaintiff or one of its subsidiary companies. That 
the plaintiffs had in the word “Overland” a good-will of high 
reputation and great value in connection with automobiles cannot 
be gainsaid. That the defendants’ use of the word “Overland,” 
in connection with the sale of its retread tires and it stocks and 
securities, would enable it to share in the plaintiff's good-will and 
reputation, also cannot be gainsaid. That such use of the word 
“Overland” by the defendant would breed confusion and misunder- 
standing in the minds of the public is foreshadowed by what did 


happen in the way of third parties confusing and connecting the 
defendant and its acts with the plaintiff company, and even holding 
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the plaintiff accountable for such acts. Indeed, it is manifest that 
under the facts of this case the maintenance by the plaintiff of 
the good-will attributed to Overland business and products would, 
in the future, be determined, not alone by what the plaintiff did 
to uphold the standard of that good-will, but by what the defendant 
might do by failure to uphold such reputation and maintain such 
good-will. 

Moreover, with a practically unlimited field of distinctive 
names open to it for choice, when the defendant lately entered the 
automobile industry, the fact that it chose to take a name that 
had no connection or association with the automobile trade, except 
the good-will and association which the plaintiff had given it, shows 
conclusively that the name was given to this new venture in the 
automobile field because of its established high regard in that in- 
dustry, which had been given it by the plaintiff. We are not mis- 
led by suggestions that the name “Overland” had significance from 
the Overland Trail and affairs of 80 years ago. But we are im- 
pressed by the fact that at the present time, and for some years 
past, the word “Overland” has been closely associated in the public 
mind, with the plaintiff company’s automobile business. Under 
such conditions, the taking of the name Overland by the defendant, 
when it went into the automobile business, and its using that name 
in connection with its automobile business, in and of itself evidences 
the belief of the defendant that its business and the plaintiff's 
business concern a common field of business endeavor, and that 
the public would recognize, by the use of the word “Overland,” 
that the business of both concerned the automobile business. 

It will thus be seen that the business of both companies, be- 
cause they both concerned some phase of automobile activity, were 
interrelated, and that since the operations of the plaintiff company 
in that field were known to, and described by, the public by the 
business or trade-name of “Overland,” it necessarily followed that, 
when the defendant company sought to also describe its ventures 
by the trade-name “Overland,” it was calculated to confuse the 
public mind and enabled the defendant to draw to itself, and to 
draw from the plaintiff, the exclusive trade-name and trade good- 
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will which the plaintiff, by a business course of years, had given to 
the word “Overland” in connection with the automobile industry. 
Such being the fact, it follows that both the English and American 
authorities justify the court below in its action, for in fact there 
was substantial and material competition between these parties. 

Taking the case on the whole, we find no abuse of discretion 
on the part of the court below in the grant of its injunction. 


Hvupson Tire Co., Inc. v. Hupson Tire & RusBer Corporation, 


ET AL. 
United States District Court, Southern District of New York 


July 6, 1921 


Trape-Marks anp Unram Competition—“Hupson”—Part or Corporate 

Name—Seconpary MEaniInc—INJUNCTION. 

Where plaintiff, several years prior to defendants’ embarking in 
business, adopted and used the word “Hudson” as a part of its cor- 
porate name and as a trade-mark for rubber tires, and gave to it a 
secondary, or trade-mark meaning, defendants, by making an iden- 
tical use of such name, are competing unfairly with plaintiff, regard- 
less of the fact that they obtained from the State of New York 
permission to use the word in their corporate title. 


In equity. Suit to restrain unfair competition. Judgment 
for plaintiff. 


Seligsberg, Lewis §& Rothschild (Clarence M. Lewis and Jay 
Leo Rothschild, of counsel), all of New York City, for 
complainant. 


Brennan & Bleakley, of New York City, for defendants. 


Aveustus N. Hann, District Judge: This is a motion to 
restrain defendants from manufacturing, selling or dealing in 
rubber tires in conjunction with the word “Hudson.” Plaintiff 
is a New Jersey corporation, having its principal place of business 
in Newark, N. J. Since January 1, 1911, complainant’s secretary 
has been engaged in buying and selling automobile rubber tires 
described either as “Hudson Double Tires,’ “Hudson Cords,” or 
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‘Hudson Super Cords.’’ The business was incorporated December 
2, 1915, under the name of “Hudson Double Tire Company, Inc.”’ 
On December 2, 1916, the name was changed to “Hudson Tire 
Company, Inc.,” which was the same name under which the secre- 
tary, Samuel Ehrlich, had done business as a trade-name prior to 
incorporation. During the past eight months the plaintiff has 
manufactured tires and super-cords. The secretary, and the suc- 
ceeding corporation which he formed, are alleged to have spent 
about $4,000 a year in advertising. The plaintiff has sold super- 
cords in New Jersey, the New England States, Illinois and Ohio. 
It is also stated that the corporation is proposing to make a con- 
tract for sale of Hudson Cords in the State of New York. Prior 
to the organization of the plaintiff, Samuel Ehrlich swears that he 
sold tires in New York, as well as in New Jersey and Pennsylvania, 
under the name of Hudson Double Tire Co. 

The defendant was not organized until April 19, 1920. It 
has purchased nine acres of land and started to construct a building 
for the manufacture of tires at Yonkers. It has advertised ex- 
tensively, and a tire company, in Akron, Ohio, has manufactured 
certain tires for it with which to supply its stockholders “until 
production is had.” The defendant at the time of its incorporation. 
in order to meet objections of the Secretary of State to the use 
of its name, obtained the consent of the Hudson Rubber Company 
and Hudson Tire Company, two New York corporations, to the 
use of the name under which defendant was incorporated. It is 
not shown what, if any, business these corporations did, or that 
they ever manufactured or sold tires. Defendant's advertising 
matter shows that it proposes to sell certain tires under the name 
of “Hudson Cords,” which is one of the names used in connection 
with plaintiff's merchandise. 

Samuel Ehrlich states that he has received a number of tele- 
phone calls not intended for the plaintiff, and intended for the 
defendant; that a number of people wanted to know if plaintiff 
was putting up a building at Yonkers and whether they could 
furnish an estimate on the building. Plaintiff also received mail 


intended for defendant, and had machinery equipment people, who 
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were really desiring to equip defendant’s proposed building, call 
upon plaintiff. 


It is evident that the similarity of names may cause con- 
fusion, that the plaintiff was first in the field, that the defendant has 
done no manufacturing and dealt in no tires that were really its 


own, but has thus far been engaged largely in selling its stock in 
order to raise money to get into the manufacturing business. 

The facts seem to bring the case within the principles laid 
down in Hanover Milling Company v. Metcalf, 240 U. S. 403 
[6 T. M. Rep. 149]; Scandinavian Belting Co. v. Asbestos & 
Rubber Works, 257 Fed. 937 [9 T. M. Rep. 136]; and National 
Circle Daughters of Isabella v. National Order of Daughters of 
Isabella, 270 Fed. 723 [11 T. M. Rep. 163]. I think the word 
“Hudson” as applied to tires and cords had obtained a secondary 
meaning referable to complainant’s merchandise, and the fact that 
defendants had secured a corporate name from the State of New 
York did not authorize them to use it in connection with such 
merchandise. 

A preliminary injunction will be granted upon filing a bond 
with sufficient surety in the sum of $10,000. 


Bens. T. Crump Co., Inc. v. J. L. Linpsay, Inc. 
(107 Southeastern Rep. 679) 


Supreme Court of Appeals of Virginia 
June 23, 1921 


Unratr Competirion—Coryinc Cartatoc Features—Truturut Repre- 

SENTATION OF Goons LAWFUL. 

Appellee, which, like the appellant, dealt in automobiles, and sup- 
plies and accessories therefor, did not compete unfairly with the 
latter by using in its catalog certain illustrations and other features 
like those appearing in the appellant’s catalog, as the two catalogs 
were plainly different in appearance, and there was no evidence that 
the public had been deceived by the said features. Moreover, the 
courts cannot intervene to enjoin the use by a dealer of catalog 
illustrations that truthfully represent the goods that he has a right 
to sell equally with his competitor. 
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In equity. From decree dismissing the bill, plaintiff appeals. 
Affirmed. 


R. W. Carrington, of Richmond, Va., for appellant. 
S. S. P. Patteson and Jos. P. Sadler, both of Richmond, Va., 
for appellee. 


Prentis, J.: The undisputed facts of this case are that the 
appellant, Benjamin T. Crump Company, Incorporated, and the 
appellee, J. L. Lindsay, Incorporated, are competitors in the busi- 
ness of selling automobile accessories. They are jobbers, who 
buy their goods from the same manufacturers, and distribute them 
in the same territory. About July 1, 1919, the Crump Company 
issued its catalog, designated as catalog No. 3, and about Septem- 
ber, 1920, the Lindsay Company issued its catalog, designated as 
catalog No. 20. The appellant alleges that it discovered in the 
latter part of September, 1920, that the catalog of the Lindsay 
Company included about 70 pages which were photographic copies 
of pages in the appellant’s catalog. The bill charges that this 
constitutes unfair competition, seeks to enjoin the Lindsay Com- 
pany from issuing or using its catalog in its business, and to have 
those copies which have already been issued recalled. 

There were both an original and an amended bill, and, the 
defendant having failed to plead, answer, or demur, the case was 
heard upon the bill taken for confessed, and upon certain deposi- 
tions taken by the complainant. The trial court refused to grant 
the injunction or the relief prayed for, and dismissed the bill. 

It is admitted by the appellant that until the recent decision 
of International News Service v. Associated Press, 248 U.S. 215, 
39 Sup. Ct. 68, 63 L. Ed. 211, 2 A. L. R. 293 [9 T. M. Rep. 15], 


the established doctrine was that, in order to justify a court of 
equity in granting an injunction to restrain unfair competition, 
the acts complained of must be of such a nature as to be likely to 
deceive the public, or to amount to an attempt to pass off one 
man’s business or merchandise as that of another, and that this 
was essential in order to constitute unfair competition. It is, how- 
ever, urged and argued with vigor and ability that since that deci- 
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sion this doctrine relied upon by the defendant is no longer binding. 
It is claimed that the law of unfair competition, considered apart 
from any questions of copyright, parents, trade-marks, trade-names, 
and the like, is of very recent development and is now in the 
process of growth and evolution. That the doctrine is in process 
of evolution is true, but we do not think the case referred to has 
overruled or discarded all previous limitations of the rule. That 
was a controversy between the International News Service and 
the Associated Press. The complaint of the Associated Press was: 

“That its rival in business took advantage of it by pirating its news 
which had been gathered at great expense, and published it as its own; 
that it was able to do so by reason of the fact, as expressed by the court, 
that ‘most of the foreign news reaches this country at the Atlantic sea- 
board, principally at the City of New York, and because of this, and of 
time differentials, due to the earth’s rotation, the distribution of news 
matter throughout the country is principally from east to west; and, 
since in speed the telegraph and telephone easily outstrip the rotation of 
the earth, it is a simple matter for defendant to take complainant’s news 
from bulletins or early editions of complainant’s members in the Eastern 
cities, and at the mere cost of telegraphic transmission cause it to be 
published in Western papers issued at least as early as those served by 
complainant. Besides this, and irrespective of time differentials, irreg- 
ularities in telegraphic transmission on different lines, and the normal 
consumption of time in printing and distributing the newspaper, result 
in permitting pirated news to be placed in the hands of defendant’s 
readers sometimes simultaneously with the service of competing Asso- 
ciated Press papers; occasionally even earlier.’ ” 

The question there was whether the Associated Press, whose 
sole business was the furnishing of news to its members, and which 
had gathered general information and news at great expenditure 
of money, time, and labor, for the purpose of subsequent publica- 
tion through the press has such an interest therein as may be pro- 
tected from interference, and the court said that, while it had been 
raised many times, it had never, perhaps, been raised in the precise 
form in which it was there presented. Treating the case as one 
of unfair competition, it was held that the news which the Asso- 
ciated Press had acquired at a substantial cost could be sold fairly 
at a substantial profit, and that its chief competitor in business, 
who was misappropriating it for the purpose of disposing of it 
for its own profit and to the disadvantage of the complainant, could 
not be heard to say that it is too fugitive or evanescent to be re- 
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garded as property. It was held that such news had all the at- 
tributes of property necessary for determining that a misappro- 
priation of it by a competitor is unfair competition because con- 
trary to good conscience. The controlling idea of the court is 
thus expressed: 


“Stripped of all disguises, the process amounts to an unauthorized 
interference with the normal operation of complainant’s legitimate business 
precisely at the point where the profit is to be reaped, in order to divert 
a material portion of the profit from those who have earned it to those 
who have not, with special advantage to defendant in the competition 
because of the fact that it is not burdened with any part of the expense 
of gathering the news. The transaction speaks for itself, and a court of 
equity ought not to hesitate long in characterizing it as unfair competition 
in business.” 


It must be borne in mind that the subject of that controversy 
was the right to sell such news for publication; news itself being 
the commodity from which both the litigant parties derived their 
profit. Even there, however, the court was careful to say this: 


“It is to be observed that the view we adopt does not result in giving 
to complainant the right to monopolize either the gathering or the dis- 
tribution of the news, or, without complying with the Copyright Act 
(U. S. Comp. St. §§ 9517-9524, 9530-9584), to prevent the reproduction 
of its news articles, but only postpones participation by complainant’s 
competitor in the process of distribution and reproduction of news that 
it has not gathered, and only to the extent necessary to prevent that 
competitor from reaping the fruits of complainant’s efforts and expendi- 
ture, to the partial exclusion of complainant, and in violation of the 
principle that underlies the maxim, ‘Sic utere tuo,’ etc.” 


The news not being copyrighted, its use by the public after 
its publication was not restrained, and the injunction restrained 


the competing company from using it only so long as it had special 


value as news. All other persons who were not competitors might 
freely utilize it from the moment of its first publication. The 
court distinctly recognized the unbroken line of decisions relating 
to unfair competition between traders, and sanctioned the general 
doctrine, characteristic of this class of cases, that there is no unfair 


competition unless the defendant attempts to palm off its goods as 
those of the complainant, distinguishing that case from the usual 
controversies between traders because the news matter was itself 
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the material from which the two competing parties were endeavor- 
ing to profit, expressing this idea in this way: 

“Regarding news matter as the mere material from which these two 
competing parties are endeavoring to make money, and treating it, there- 
fore, as quasi property for the purposes of their business, because they 
are both selling it as such, defendant’s conduct differs from the ordinary 
case of unfair competition in trade principally in this: That, instead of 


selling its own goods as those of complainant, it substitutes misappro- 
priation in the place of misrepresentation, and sells complainant’s goods 


as its own.” 

A consideration of these expressions and of the subject-matter 
of that controversy shows how remote that case is from this. While 
the present case is one of first impression in this state, there have 
been very many cases in other jurisdictions involving similar ques- 
tions. Because of this it is deemed advisable to emphasize the 
guiding rule as well as to cite several of the cases which are con- 
sidered most pertinent. 

Here it is observed that the grievance is the copying of parts 
of a competing merchant’s catalog, which is a mere advertisement. 


commending goods which both had the right to sell. It is impos- 
sible to formulate a general rule or definition from which it may 
be accurately determined what is fair competition and what is 


not, for at last each case must depend for its correct solution on 
its own peculiar facts and circumstances. 
In 26 Ruling Case Law, 875, unfair competition is thus defined: 


“Unfair competition ordinarily consists in the simulation by one 
person, for the purpose of deceiving the public, of the name, symbols, 
or devices employed by a business rival, or the substitution of the goods 
or wares of one person for those of another, thus falsely inducing the 
purchase of his wares and thereby obtaining for himself the benefits 
properly belonging to his competitor. The rule is generally recognized 
that no one shall by imitation or unfair device induce the public to be- 
lieve that the goods he offers for sale are the goods of another, and thereby 
appropriate to himself the value of the reputation which the other has 
acquired for his own product or merchandise.” 


This is a fair statement from Hopkins on T'rade-Marks, Trade- 
Names and Unfair Competition (3rd Ed.) § 2: 


“Unfair competition consists in passing off one’s goods as the goods 
of another, or in otherwise securing patronage that should go to another, 
by false representations that lead the patron to believe that he is pat- 
ronizing the other person. It is of vital importance to healthy business 
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conditions that such competition should be suppressed. It is equally 

important, however, that fair competition shall not be interfered with. 

Whether the competitive acts complained of are fair or unfair is the 

controlling issue in each litigated case.” ca 
| 


The courts of equity can certainly be relied on to extend their 


ee 


protection to the legitimate trader and protect him from unfair 
competition, however new and subtle the efforts may be on the 


part of a rival to infringe upon his rights; but they should also 


ee a eee 


be as careful to encourage, and refuse to interfere with, fair com- 
petition as they are to restrain unfair competition. 

In Perlberg v. Smith, 70 N. J. Eq. 642, 62 Atl. 442, we find 
this discussion, which we think most appropriate in this case: : 














“Care must be taken in these cases not to extend the meaning of the 
word ‘unfair’ to cover that which may be unethical, but is not illegal. ; 
It may be unethical for one trader to take advantage of the advertising : 
of his neighbor, but his so doing would in many instances be entirely legal. 
If one dealer advertises extensively and at great expense the sale of 
a staple article, or of any article which he has not the exclusive right to 
vend, his neighbor may undoubtedly endeavor to cause the customers 
attracted to the neighborhood by the advertising to purchase the same 
or a similar article at his store instead of at the store of the advertiser.” 





In Coats v. Merrick Thread Co., 149 U. S. 566, 13 Sup. Ct. 
967, 37 L. Ed. 850, we find this expression: 















“There can be no question of the soundness of the plaintiff's prop- 
osition that, irrespective of the technical question of trade-mark, the ‘ 
defendants have no right to dress their goods up in such manner as to 
deceive an intending purchaser, and induce him to believe he is buying 
those of the plaintiffs. Rival manufacturers may lawfully compete for the 
patronage of the public in the quality and price of their goods, in the 
beauty and tastefulness of their inclosing packages, in the extent of their 
advertising, and in the employment of agents, but they have no right, 
by imitative devices, to beguile the public into buying their wares under 
the impression they are buying those of their rivals.” 


ws 


This from the late Chief Justice Winslow, of Wisconsin, in 
Manitowoc Malting Co. v. Milwaukee Malting Co., 119 Wis. 546, 
97 N. W. 3889, is also a clear statement of the rule: 


ee 









“Unfair competition in trade is not confined to the imitation of a 
trade-mark, but takes as many forms as the ingenuity of man can devise. 
It may consist of the imitation of a sign, a trade-name, a label, a wrapper, 
a package, or almost any other imitation by a business rival of some dis- 
tinguishing earmark of an established business, which the court can see 
is calculated to mislead the public and lead purchasers into the belief 
that they are buying the goods of the first manufacturer.” 


ee ee 
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The rule is thus stated in a note in 20 C. C. A. at page 167: 


“Coming, then, to the specific rule constituting the doctrine of unfair 
competition in respect to the sale of vendible commodities, it may be 
stated as follows: Independently of the existence of any technical trade- 
mark, no manufacturer or vendor will be permitted to so dress up his 
goods, by the use of names, marks, letters, labels, or wrappers, or by 
the adoption of any style, form, or color of packages, or by the combina- 
tion of any or all of these indicia, as to cause purchasers to be deceived 
into buying his goods as and for the goods of another.” 


Many cases are there cited as supporting this rule. 

In Lamb v. Grand Rapids School Furniture Co. (C. C.) 89 
Fed. 475, rival manufacturers of furniture issued similar catalogs. 
They were manufacturing similar furniture, each had the lawful 
right to do so, and this is said: 


“The manufactures of the complainants are not patented. The de- 
fendants may lawfully manufacture just such goods. Can they not pub- 
lish correct illustrations of them as adjuncts of their sale? Ought they 
to be restrained from doing this because the complainants, having done 
the same thing, have copyrighted illustrations which, while representing 
their own goods, represent those of the defendant also? It is clear that 
the books of both parties are published and used solely as means for 
advertisement. To say that the defendant has not the right to publish 
correct illustrations of its goods must practically result in creating a 
monopoly, in goods modeled on those designs, in the complainants, and 
thus give all the benefits of a patent upon unpatented and unpatentable 
articles. Sales of merchandise are made largely by samples, and when 
the articles are bulky, as in case of furniture, illustrations are the only 
representations that can be made to the eye of the public at large; and 
it is altogether likely that to withdraw the right to make them from 
one of the parties would put him out of the field of competition. It does 
not appear to me that such results can be accomplished in this way. It 
is true, there is an appearance of profiting at another’s expense, and 
reaping what another has sown, but I can see no legal ground on which 
this can be prevented.” 


In the case just cited, it is noted, the defendant, in advertising 
its own goods, had used illustrations from a copyrighted book, while 
here the catalog of the Crump Company was not protected by 
copyright. 

In the case of J. L. Mott Iron Works v. Clow, 82 Fed. 816, 
27 C. C. A. 250, the complainant had issued a price catalog con- 
taining illustrations of its wares, such as washbowls, bathtubs, 
footbaths, etc., and the court held that such articles could not be 
the subject of artistic treatment, and therefore were not the proper 
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subject of a copyright; hence it refused to enjoin the defendant 
from copying the designs or cuts found in the catalog of the com- 
plainant or their publication in the catalog of the defendant. 

In Baker v. Selden, 101 U. S. 99, 25 L. Ed. 844, this language 
of Lord Domilly, so pertinent to the pending case, is quoted from 
Colbert v. Woodward, L. R. 14 Eq. 407: 


“This is a mere advertisement for the sale of particular articles which 
anyone might imitate, and anyone might advertise for sale. If a man, 
not being a vendor of any of the articles in question, were to publish a 
work for the purpose of informing the public of what was the most 
convenient species of articles for household furniture, or the most graceful 
species of decorations for articles of home furniture, what they ought 
to cost, and where they might be bought, and were to illustrate his work 
with designs of each article he described, such a work as this could not 
be pirated with impunity, and the attempt to do so would be stopped by 
the injunction of the court of chancery; yet, if it were done with no such 
object, but solely for the purpose of advertising particular articles for sale, 
and promoting the private trade of the publisher by the sale of articles 
which any other person might sell as well as the first advertiser, and if 
in fact it contained little more than illustrated inventory of the contents 
of a warehouse, I know of no law which, while it would not prevent the 
second advertiser from selling the same articles, would prevent him from 
using the same advertisement, provided he did not in such advertisement 
by any device suggest that he was selling the works and designs of the 
first advertiser.” 


In Potter Drug & Chemical Corp. v. Pasfield Soap Co. (C. C.) 
102 Fed. 498, there was a controversy between two toilet soap 
manufacturers, one of whom used the word “Cuticura” as a trade- 
mark. The defendant also manufactured and put upon the market 
a toilet soap under the name of “Cuticle” soap. The defendant 
had wrapped its soap in a printed circular advertising it for similar 
purposes. As to this circular the court says: 


“In the body of the complainant’s circular are at least three sentences 
or paragraphs, the very words of which have been transferred to the 
defendant’s circular. This pilfering of language is obvious, but the cir- 
culars themselves are entirely unlike in appearance, size, and usually 
unlike in matter, although there are similarities other than those to which 
attention has been called. The reverse side of the defendant’s circular 
is blank, while that of the complainant contains advertisements in several 
foreign languages. Notwithstanding the unfavorable opinion that must 
attach to this act of the defendant in using the language of the com- 
plaintiffs circular, yet it cannot be concluded that such act had any effect 
in misleading persons proposing to purchase complainant’s soap.” 
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So here, the differences in the two catalogs are so marked 
that, notwithstanding the unfavorable comment which may be justly 
made upon the appellee, it cannot be concluded therefrom that such 
conduct had any effect in misleading persons who proposed to 
buy its goods. To extend the jurisdiction of the courts of equity 
to censorship of the advertising matter of competing merchants, 
who have equal and identical rights to advertise and sell the mer- 
chandise involved, where no pecuniary damage is alleged, can 
hardly be sustained as protecting any substantial private right, or 
as promotive of any public interest. 

In Stevens Linen Works v. Don & Co. (C. C.) 121 Fed. 1738, 
where one manufacturer of crash toweling sought to enjoin a 
rival manufacturer from using identical letters of the alphabet as 
marks thereon to indicate the grade and width of the goods, the 
complainant having used those letters for many years, this is said: 


“The bill cannot be sustained upon the theory of unfair competition 
in trade. It must be admitted that there is a growing tendency in the 
courts to push this doctrine beyond what this court believes to be reason- 
able limits, and to introduce a spirit of paternalism into the administra- 
tion of equity jurisprudence beyond the scope of its legitimate authority. 
The essence of the action is fraud, which here, as everywhere, should be 
proved, and not inferred from every trivial and inconsequential similarity. 
Where two parties are engaged in selling goods of the same class, it is 
inevitable that the competition will produce friction and that the agents 
of each in their zeal to secure customers will indulge in exaggerated 
laudation of their own goods and depreciation of the goods of their 
rivals. This is well understood and discounted by all who have the least 
familiarity with the customs of trade and should furnish no basis for the 
intervention of a court of equity. In the case at bar there is no evidence 
of fraud.” 


In the same case this is quoted from Lawrence Mfg. Co. v 
Tennessee Mfg. Co., 188 U.S. 551, 11 Sup. Ct. 402, 34 L. Ed. 997: 


“But the deceitful representation or perfidious dealing must be made 
out or be clearly inferable from the circumstances. If in this case the 
letters LL formed an important part of plaintiff’s label, and the defendant 
had used them in such a way and under such circumstances as to amount 
to a false representation, which enabled it to sell and it did sell its goods 
as those of the plaintiff, and this without plaintiff's consent or acquiescence, 
then plaintiff might obtain relief within the principle of the cases just 
cited. But there is no such state of facts here. The brands are entirely 
dissimilar in appearance, and the letters have for years been understood 
generally as signifying grade or quality, and been so used by different 
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manufacturers, and there is no proof justifying the inference of fraudulent 
intent, or of deception practiced on the plaintiff or on the public.” 


The law of unfair competition is but an expansion of the com- 
mon law of trade-marks; and in controversies between manufac- 
turers and merchants the essence of the wrong is the sale of the 
goods of one as the goods of the other. Hanover Star Milling Co. 
v. Metcalf, 240 U. S. 408, 36 Sup. Ct. 357, 60 L. Ed. 718 [6 T. M. 
Rep. 149]. 

In Heide v. Wallace & Co. (C. C.) 129 Fed. 650, the doctrine 
of unfair competition is thus stated: 


“After a careful consideration of the various cases bearing on the 
subject, the conclusion was reached in Draper v. Skerrett (C. C.) 116 
Fed. 206, that, to justify a court of equity in interfering in an alleged 
case of unfair competition, there must be something more than the mere 
duplication by the one party of the other’s trade-name, and that this was 
to be found in the deceptive use of imitative methods of display, or other 
device by which the public are lead into buying the infringer’s goods 
where they intended to buy those of the original producer; the fraud 
so perpetrated being a legitimate ground for equitable interference, and 
the practical basis of it.” 


It is there said that in such cases this is the standard by 
which the complainant’s right to relief must be judged—citing 
Stevens Linen Works v. Don §& Co. (C. C.) 121 Fed. 171; Allen 
B. Wrisley Co. v. Iowa Soap Co., 122 Fed. 796, 59 C. C. A. 54. 

That case (Heide v. Wallace § Co.) was affirmed in 135 Fed. 
347, 68 C. C. A. 16, and Dallas, J., quotes this from the opinion 
of the trial judge, referring to the packages sold by the rival 
dealers: 





“There is nothing whatever to suggest an attempt to catch the unwary 
purchaser and inveigle him into taking the one when he was seeking the 
other, nor could the most careless be deceived, except as he was in reality 
unconcerned as to which he got.” 


In Bickmore Gall Cure Co. v. Karns, 184 Fed. 834, 67 C. C. A. 
439, it is said: 


“Undoubtedly, where two persons are engaged in selling like goods, 
neither of them has or can acquire the exclusive privilege to aptly desig- 
nate and describe them, or to attractively present them for sale, with 
appropriate directions for their use.” 
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In the same case it is said that neither of them has the right 
to do any of these things in such manner as insidiously to mislead 
purchasers into the belief that his wares are those of his competitor. 

In Rathbone, Sard § Co. v. Champion Steel Range Co., 110 
C. C. A. 596, 189 Fed. 26, 37 L. R. A. (N. S.) 259 [1 T. M. 
Rep. 259], this is held: 


“The placing upon the market of a stove, the design of which is 
copied from that of a rival manufacturer cannot be restrained as unfair 
competition, if the earlier design had been so recently produced that the 
public had not become familiar with it as designating the product of the 
designer, so as to be deceived into buying the copy as his, where the 
copyist uses his own name and trade-mark on his product, so that there 
is no attempt to palm it off as that of his rival.” 


While the case just cited does not involve the copying of 
advertising material, it nevertheless illustrates the principle, and 
it seems to us to follow, inevitably, that if one may copy and 
reproduce the goods of a rival manufacturer, and thus fairly com- 
pete with him for the public patronage in the sale of such goods, 
then competing merchants, both of whom have the unquestioned 
right to sell similar goods, may certainly, as incidental to such 
right to sell, reproduce all attractive advertising matter commend- 
ing such goods to the trade in similar language, if such language 
is unprotected by copyright or otherwise. The ownership gives 
the right to sell, and in the public interest trade should be as 
far as possible left untrammeled. Manufacturers and dealers have 
the right to protect themselves from imitations by patents, trade- 


marks, copyrights, and labels, and, while unfair competition and 


fraud should be and will be restrained in proper cases, no impedi- 


ments to fair trade should be imposed by the courts, except for 
the protection of substantial rights which cannot be otherwise pro- 
tected. 

Van Kannel Revolving Door Co. v. American Revolving Door 
Co., 1381 C. C. A. 650, 215 Fed. 582 [4 T. M. Rep. 423], was a 
controversy between two manufacturers of revolving doors, where 
one had so advertised his door as to cause his competitor to charge 
him with unfair competition, and this is said: 
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“While, therefore, plaintiff can have no exclusive rights in design, 
phrase, or picture, nevertheless it is entitled to protection against such 
use of them by defendant as would constitute fraudulent or unfair com- 
petition with it. The bill alleges that ‘by its wrongful acts above set forth 
the defendant has diverted to itself trade and custom to which plaintiff 
was entitled, and that it otherwise would have received. Clearly, this 
is insufficient to sustain a bill to restrain unfair competition. Defendant’s 
acts, as set forth in the bill, are not wrongful and cannot be made so 
by mere characterization; the trade is open to all honest competition; 
that plaintiff ‘was entitled’ to it does not negative defendant's equal right 
to secure it by lawful means.” 


This language appears to be peculiarly apposite in the present 
case. The defendant’s advertisement of goods which were similar 
in every respect to the goods which the complainant had a right 
to sell must of necessity have been quite similar to the advertise- 
ments of the complainant commending the same goods. There 
can be no fair allegation of fraud arising out of the fact that adver- 
tisements relating to similar goods were themselves similar. Each 
had an equal right to compete for the trade by lawful means and 
the most attractive advertising methods which are not prohibited. 

It is well to remember the caution of Lord Mansfield in Sayre 
v. Moore, 1 East, 361, relating to copyright cases, where he said: 

“We must take care to guard against two extremes equally prejudicial; 
the one that men of ability who have employed their time for the service 
of the community may not be deprived of their just merits and the reward 
of their ingenuity and labor; the other that the world may not be deprived 
of improvements, nor the progress of the arts be retarded. The act that 


secures copyright to authors guards against the piracy of the words and 
sentiments, but does not prohibit writing on the same subject.” 


So in cases of this character we should avoid extremes equally 
prejudicial. That which a court of equity will enjoin is unfair 
competition, but to hold that competing merchants having the 
right to sell similar goods may not use identical advertisements to 
commend them to the public notice, where there is neither fraudu- 
lent nor deceptive attempt to pass off the goods of the seller upon 
an unwary purchaser who desired to buy and thought he was 
buying the goods of another dealer, would be novel, extreme, and 
unwise. 

In Farmers’ Handy Wagon Co. v. Beaver Silo & Box Mfq. Co., 
150 C. C. A. 63, 236 Fed. 788 [7 T. M. Rep. 45], which is cited 
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for the appellant, the court was considering an alleged infringe- 
ment of a patent, and decided that the charge of unfair competi- 
tion might be united with the allegation that the patent had been 
infringed. It is in that connection that the court refers to the 
appropriation of the advertising literature by the defendant, and 
therefore the case is not authority upon the question here involved, 
because here each of the litigants have equal right to advertise 
their commodities, while there the defendant had no right either 
to sell or to advertise the devices which infringed the patent. 

Mr. Justice Field, in Goodyear’s India Rubber Glove Mfg. 
Co. v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 166, 32 
L. Ed. 535, in denying relief in that case, said this: 

“Relief in such cases is granted only where the defendant, by his 
marks, signs, labels, or in other ways, represents to the public that the 
goods sold by him are those manufactured or produced by the plaintiff, 
thus palming off his goods for those of a different manufacture, to the 
injury of the plaintiff.” 

The essential element of unfair trading is deception, by means 
of which goods of one dealer are palmed off as those of another, 
whereby the buyer is deceived, and the seller receives the profit 
which, but for such deception, he would not have received. 

The case most nearly like this, so far as we are advised, is 
Hamilton Mfg. Co. v. Tubbs Mfg. Co. (D. C.) 216 Fed. 410. 
There, however, instead of two competing merchants, as here, there 
were two rival manufacturers, one of whom was making, advertis- 
ing, and selling articles which were imitations, except in minor 
details, of those made and sold by the complainant. The evidence 
was held insufficient to establish the charge of unfair competition, 
or to entitle complainant to an injunction, and this is said as to 
the complaint that the defendant was copying the complainant’s 
catalog: 

“Regarding the cuts and pictures in complainant’s catalog and its 
circulars and advertising matter, which it is claimed the defendant com- 
pany copied, it appears that the catalog was not copyrightable. As a 
proper and necessary means of advertising, it was distributed to com- 
plainant’s customers and used in soliciting trade, and was designed to 
reach an indefinite number of dealers, who, in transacting their business, 


were at liberty to exhibit it to a still larger, but indefinite, number of 
purchasers. No implied contract, as charged in the bill, was shown with 
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customers to whom the catalog was sent, retaining ownership thereof 
in the complainant and prohibiting its gift by consumers to complainant’s 
competitors. Representatives of the defendant company and of Binner, 
Wells & Co., of Chicago, who prepared the engravings for the defendant's 
catalog, testified at length as to the various steps leading up to the pro- 
duction of the cuts from which the engravings were made. A great 
volume of testimony was introduced, on the one hand to show, and on 
the other hand to disprove, that the complainant’s catalog was to a con- 
siderable extent copied by the defendant company. * * * There is no 
denial of the use of the catalog of the complainant and of other manu- 
facturers in preparing that of the defendant company, but this seems 
to be a familiar practice to a considerable extent in the building of cata- 
logs. The point on which the parties differ is the extent of such use. 
Whatever the extent and method pursued may have been, I am of the 
opinion that the defendant company drew considerably from the com- 
plainant’s catalog in the preparation of its own. Even errors found in 
some of the cuts of the complainant’s catalog appear in the cuts of the 
defendant. The Tubbs Company’s catalog was issued for the purpose 
of advertising its goods for sale and promoting its trade by the sale of 
its manufactured articles, and, such being the fact, if it did copy from 
complainant’s catalog cuts of articles which it might sell as well as the 
complainant, it committed no offense of which the court can take cog- 
nizance”—citing Baker v. Selden, 101 U. S. 106, 25 L. Ed. 841; Lamb v. 
Grand Rapids School Furniture Co. (C. C.) 39 Fed. 474; Mott [ron 
Works v. Clow, 82 Fed. 319, 27 C. C. A. 250; Jewelers’ Mercantile Agency 
v. Jewelers’ Weekly Publishing Co., 155 N. Y. 241, 49 N. E. 872, 41 L. R. A. 
846, 63 Am. St. Rep. 666. Without enumerating the differences between 
the two catalogs, suffice it to say that they are so apparent as to preclude 
belief on the part of the customer of ordinary intelligence that the de- 
fendant’s catalog is an advertisement of the complainant’s wares, and 
there was consequently no invasion in this respect of complainant’s rights, 
nor was there any such invasion, on the facts of this case, by the de- 
fendant, by its copying from the complainant’s catalog and circulars 
descriptive matter, weights, dimensions, and the like, in so far as that 
was done. Potter Drug § Chemical Corp. v. Pasfield Soap Co. (C. C.) 
102 Fed. 490.” 


The briefs for the Crump Company cite a number of cases 
relating to special trade information, a typical case being F. W. 
Dodge & Co. v. Construction Information Co., 188 Mass. 62, 66 
N. E. 204, 60 L. R. A. 810, 97 Am. St. Rep. 412, where the plain- 
tiffs collected and compiled early information relative to the pro- 
posed erection of buildings, the construction of sewers, waterworks, 
ete., for sale to its subscribers, who appear to have been merchants, 
contractors, and builders, who desired to use such information 
with the reasonable expectation of profit from getting it promptly 
by making contracts and selling supplies, and the court said: 
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“The information is not visible, tangible property, but there is a 
valuable right of property in it which the courts ought to protect, in 
every reasonable way, against those seeking to obtain it from the owner 
without right, to his damage.” 

So likewise the distribution of quotations of prices on dealings 
upon a board of trade which were collected by the plaintiff and 
confidentially communicated to numerous persons under a contract 
not to make them public is entitled to the protection of the law 
just as trade secrets are. This right to privacy is not lost to a 
plaintiff who has collected such valuable information at his ex- 
pense, even though it be communicated to many persons in con- 
fidence under such a contract, and strangers can be restrained 
from using such information, which they acquire only by inducing 
a breach of trust by those entitled to the quotations, but under 
obligation to maintain such secrecy. Board of Trade v. Christie 
Grain & Stock Co., 198 U. S. 250, 25 Sup. Ct. 687, 49 L. Ed. 1039; 
National Teleg. News Co. v. Western U. Teleg. Co., 56 C. C. A. 
198, 119 Fed. 294, 60 L. R. A. 805. 

In this case, however, there is neither valuable information of 
such character, nor breach of confidence nor news, involved, but mere 
advertising. Much emphasis is laid upon the fact that the Crump 
Company incurred considerable expense, one of its employees having 
spent about ten months in compilation of its catalog, of which about 
four or five months was exclusively devoted to this work. The 
purpose, however, was merely to commend and advertise goods 
which were identical with those which the Lindsay Company also 
had the right to praise, advertise, and sell. Courts should be 
careful not to create a monopoly in advertising. In effect, this is 
what we are asked to do in this case, i. e., to hold that an advertise- 
ment of merchandise, because it was composed and printed at great 
expense, although neither copyrighted or registered, cannot be 
utilized by another who has equal right with the one claiming such 
a monopoly to advertise and sell similar merchandise. In this 
connection it is observed that we have a statute in this state (Code 
1919, § 1455 et seq.), which expressly authorizes the adoption of 
a form of advertisement for the purpose of designating, making 
known, or distinguishing any goods, wares, or merchandise, etc., 
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provides for the registration thereof, and makes it a misdemeanor 
for any other to counterfeit or imitate such form of advertise- 
ment, or to circulate any such imitation thereof. The inference 
from the enactment of such a statute clearly is that one who desires 
a monopoly of the precise form of his advertisements should take 
advantage of its provisions. 

Reverting to the facts of this case, it appears that these cata- 
logs are easily distinguishable from each other. For example, 
the color of the cover of the Crump catalog is gray, its size 634x10, 
and it has 480 pages; while the cover of the Lindsay catalog is of 
a different color, being very light green with a dark brown border, 
has a larger page, it being 734x103, inches in size, and contains 
only 280 pages. Each catalog has at the top of each page the 
corporate name, one that of the Crump Company, and the other 
that of the Lindsay Company. So that there is nothing in the 
appearance of the Lindsay catalog either to the casual or acute 
observer suggestive of an effort to take away the trade of the 
Crump Company by fraudulently or unfairly simulating its catalog. 
Every cut appearing in both catalogs was supplied by the manu- 
facturers, and would have been furnished to any other jobber. 

As to the precise injury, it seems too impalpable to be grasped, 
even by the astute counsel for the appellant, for in his petition for 
the appeal he uses this language: 

“We can conceive of no basis upon which any actual damages could 
be ascertained with any degree of certainty, nor have we introduced any 
testimony relating to ascertainment of any actual damages.” 

He there contended, however, that if there was a right of 
action at law for exemplary damages, the court of equity should 
award such damages; but in his reply brief he says this: 

“Frankness compels us to state that a thorough examination of 
authorities leads us to believe that a court of equity has not jurisdiction 


to award punitive damages. And, as stated in our petition, we can con- 


ceive of no basis upon which actual damages could be ascertained with 
any degree of certainty.” 


In view of these concessions there seems to us to be little left 
as a basis for complaint except pride of authorship. An injury 
which is thus manifestly a mere state of mind, as to which no 
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actual damages can be even alleged, does not afford ground for 
equitable intervention or relief. 

The function of courts is to determine and declare the legal 
rights of litigants, and they are not vested with power to prevent 
breaches of ethical rules which violate no law. We do not mean, 
however, to express approval of the practice of making photo- 
graphic copies of advertising material of a rival in business without 
his consent. Indeed, the disapproval of the appellant is justified. 
A fair consideration of the facts of this case, however, and a 
proper regard for judicial precedents and expressions, which we 
believe to be based upon right reason and a scrupulous regard 
for the substantial rights of litigants, as well as of the interests 
of the public, for the preservation of fair competition in trade, 
lead us to conclude that there is no error in the decree of the trial 
court dismissing the bill. 


Affirmed. 


Sims, J.: I concur in the result of the majority opinion in 
this case, but I reach that result by a somewhat different view of 
the principles involved. 

I agree that, as the catalog of the complainant, Crump Com- 
pany, is not copyrighted or copyrightable and is not protected 
by the Virginia statute referred to in the majority opinion, that 
company had no property right per se in the precise form of the 
illustrations and descriptive printed matter contained in its catalog 
concerning certain articles offered for sale, and no monopoly of 
such form of advertisement. But, as I understand the position 
of such company taken in the bill and in argument in its behalf, 
it does not contend that it has such rights. It admits that the 
defendant, Lindsay Company, had the right to have printed and 
furnish to its trade a catalog which, as to illustrations and de- 
scriptive printed matter concerning the said articles offered for 
sale, might be the facsimile of the portions of the Crump Com- 
pany catalog in question. What the Crump Company complains 
of is the method by which the Lindsay Company produced its 
catalog, and not of the form of the catalog as in fact produced. 
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The Crump Company concedes that the Lindsay Company had a 
perfect right to produce the same result which it did produce, 
provided it had done so by some method which was not rendered 
less expensive by photographic copy and use by it of portions of 
the Crump Company catalog. But the claim of the Crump Com- 
pany is that, the latter method being an unauthorized appropria- 
tion and use by the Lindsay Company of the result of the work 
and expenditure of the Crump Company, the use by the Lindsay 
Company of the result of such method constitutes unfair compe- 
tition in business, and therefore should be enjoined by a court of 
equity. 

Now from any standpoint such a method of business is un- 
questionably unfair, and is not supported by any right of the com- 
pany so acting to so appropriate and use the result of the work 
and expenditure of another. But under our system of jurispru- 
dence a court of equity will not adjudicate an abstract question 
of whether a defendant possesses a right of conduct. Subject to 
certain exceptions which do not embrace cases of the character of 
that now before us, the principle on which rests the jurisdiction 
of a court of equity to grant injunctive relief at the suit of a com- 
plainant is that otherwise the complainant is threatened with the 
infliction upon him by the defendant of some substantial injury 
for which there is no adequate remedy at law. However without 
right the conduct of a defendant may be, substantial injury threat- 
ened to the complainant is essential, in such a case as that before 
us, in order to invoke the exercise of the jurisdiction of a court 
of equity to grant injunctive relief to the complainant. 

It is at this point that the Crump Company fails to make out 
its case. It has failed to show that the aforesaid unfair conduct 
of the defendant, Lindsay Company, in any way threatens it 
with substantial injury. If it had shown that the aforesaid con- 
duct of the Lindsay Company threatened it with substantial injury 
by lessening its profits, by reducing its sales, or otherwise, I 
would feel that the injunction sought should be awarded. I do 
not feel that such an injunction would in such case mean that it 
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would sustain a monopoly in the form of the illustrations and de- 
scriptive advertising matter aforesaid. 

To illustrate: As the case stands upon the record before us, 
it is merely one in which the defendant, Lindsay Company, has, 
by the conduct in question, created for itself an opportunity to 
take away some of the trade of the Crump Company, as, for ex- 
ample, by cutting prices, or, if prices are not cut, an opportunity 
to make a large percentage of profits on its sales, as compared with 
the net percentage of profits the complainant company has the 
opportunity to make on its sales. But it is obvious that, if the 
Lindsay Company has not cut prices, or threatened to do so, and 
if the gross sales and total net profits of the Crump Company 
have not otherwise in fact been at all lessened, or threatened to be 
lessened, by the conduct of the defendant company, the Crump 
Company has not been injured or threatened with injury. And 
there is no evidence in the case tending to show that the Lindsay 
Company will take advantage of its opportunity to take away from 
the Crump Company a part of its trade rather than pursue the 
course of merely enjoying the larger percentage of profits afore- 
said. In the absence of any evidence on the subject, we cannot 
assume that the former rather than the latter course will be pur- 
sued. So that the case in truth is one in which, so far as appears 
from the record, the complainant seeks to have the defendant en- 
joined, not from conduct which, as now appears, will lessen the 
complainant’s business and profits, and so injure it, but from con- 
duct which may (and solely because it may) only enhance the 
defendant’s profits. In the absence of statute forbidding such con- 
duct or such result, there is no principle upon which courts of equity 
can exercise a jurisdiction to award injunctive relief in such cases. 


It is on this ground that I concur in the majority opinion. 
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Exuiotr Service Co. v. DispatcH Puoto News Service Co., INc., 


ET AL. 
(189 N. Y. Suppl. 459) 


New York Supreme Court, Appellate Division, First Department 
July 1, 1921 


Trape-Marxs AND Unrairn Competirion—ImrraTion or Bustness Forms— 

APPEAL. 

The copying by appellee in a competing business not only of 
appellant’s original method of advertising, but also of certain details, 
such as the shape, size and color of the latter’s business forms and 
the general appearance and prices of its advertising service, is unfair 
competition and will be enjoined. 

From an order denying a motion for an injunction pendente 


lite, plaintiff appeals. Reversed, and motion granted in part. 


Before Crarke, P. J., and Dowtinc, Smitru, Pace, and 
GREENBAUM, JJ. 


Jeffery, Kimball § Eggleston, of New York City (Oscar W. 
Jeffery, of New York City, of counsel), for appellant. 
Thomas A. O’Connor, of Brooklyn, N. Y., for respondents. 


Dowutna, J.: Plaintiff, which is a domestic corporation hav- 
ing its principal place of business in the Borough of Manhattan, 
City of New York, has been continuously engaged in business since 
July, 1918, in furnishing a photographic and pictorial news service 
to be used for window display advertising purposes, known as a 
“service.” This service consists of copies of large photographs of 
interesting current events, prepared and furnished by plaintiff to 
its customers several times a week, contained in frames furnished 
by it, adapted for the easy withdrawal and insertion of photo- 
graphs. Below the photograph appears printed matter, known as 
a “caption,” intended to attract public attention, and below both 
of these appears the advertising card bearing the advertisement 
of the merchant using the service. This service is now being fur- 
nished to over 5,000 subscribers throughout the United States. 
To identify the service, plaintiff used the name “Associated News 
Service,” which it printed in large type at the top of the sheet 
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bearing the photograph and caption, against a background of wires 
extending over a telegraph pole at each end of the said title to 
circles containing representations of the Eastern and Western Hem- 
ispheres. Below the title of the service appears in white letters 
on a black background the words ‘“World’s Latest Events in Pic- 
tures.” The frames containing the matter furnished for its service 
by plaintiff are of uniform size and arrangement. 

In October, 1918, plaintiff devised a system for furnishing 
similar photographic news to banks and other financial institutions 
throughout the country. This is known as a bank service, and 
also consists of a frame with three strips across the face thereof, 
dividing the same into panels, containing at the top an advertise- 
ment of the institution, below that the photograph, then a third 
panel, containing the caption, and then a final panel, containing a 
so-called “thrift message.” In January, 1919, plaintiff further 
extended its service, so as to cover industrial enterprises; the usual 
photographic service being extended by providing a space for mes- 
sages to employees intended to promote the betterment of industrial 
relations. Plaintiff has expended large sums of money in the 
promotion and advertisement of its business. 

The defendant Harris was in plaintiff's employ as a solicitor 
or salesman from August, 1918, until November, 1920, and about 
a month after leaving same he formed a copartnership with the 
defendant Mullany for the purpose of conducting a business similar 
to that of plaintiff under the name of “Dispatch News Service.” 
Thereafter, and in February, 1921, the individual defendants 
caused the defendant corporation, Dispatch Photo News Service 
Company, Incorporated, to be incorporated under the laws of the 
State of New York, for the purpose of carrying on a business 
similar to that of the plaintiff, and that corporation took over the 
business theretofore conducted by the individual defendants. It 
is because of the manner of doing business by defendants, and 
because of their unfair appropriation of the methods, paraphernalia, 
literature, and printed matter of the plaintiff, that this action is 
brought. 
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The most casual inspection of the exhibits in the case leads 
to the conclusion that the defendants’ purpose was to copy as 
closely and as fully as it could be done the service of the plaintiff 
in all its details. Plaintiff uses in soliciting subscriptions contract 
slips varying in color with the length of time for which the sub- 
scription is entered. The contract for three months’ service is 
printed on blue paper, that for six months on yellow paper, and 
that for a year on white paper. The defendants have copied the 
size, shape, color, and language of these contracts, both on the 
face and the back thereof, until they are exact replicas of plain- 
tiff’s stationery. The rates for service are identical, the spacing 
is the same, the blanks to be filled in are in the same position, and 
it is impossible to escape the conclusion that the methods of solicit- 
ing business in this particular used by plaintiff were purposely 
copied by defendants, even though they did not use upon the top 
of their slips the sketches used upon the service. 

The defendants made use in their service of a frame closely 
similar in shape, size, and general arrangement to that used by 
plaintiff for its several kinds of service. In the heading of defend- 
ants’ photographic services they used the words in large black type 
“Dispatch News Service’ against a background of dots supposed 
to represent a wireless communication between two towers inserted 
at either end of the name, and behind which there appears on one 
side a representation of a locomotive and an aeroplane above, and 
at the other side a steamship, with an airship above. Below the 
name of the service appear the words, printed in white against a 
black background, ‘““News of the World in Pictures.” The effect 
of this heading is to reproduce to an observer the effect of the 
plaintiff's heading upon its service, and while in some of its details 
the defendant’s device varies from the plaintiff’s, the result of 
the careful arrangement of the elements making up defendant's 
title is to produce a palpable simulation of that of plaintiff. 

In so far as the heading upon this ordinary service is con- 
cerned, there is a clear violation of plaintiff's rights. The defend- 
ants have been so solicitous to copy plaintiff's methods that, where 
the plaintiff for reasons of its own found it advisable to omit its 
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name entirely from the service which it furnished to financial in- 
stitutions, and to have at the top of the frame simply the name 
of the bank which subscribed for the service, the defendants have 
slavishly copied this service, and have also refrained from using 
their name upon their competing service. 

While there are some details of plaintiff’s claim which are 
sufficiently in doubt to necessitate the decision of its rights upon a 
trial, the denial at this time of all the relief which the plaintiff 
has demanded is not to be taken as an expression of our opinion 
upon the merits of the controversy. For the present it is sufficient 
to say that we believe that plaintiff is entitled to a temporary 
injunction restraining the defendants, pending the trial of this 
action, from further violation of plaintiff's rights in the following 
particulars: First, in the use of the heading used by them upon 
their ordinary news service, which, as has been shown, simulates 
that used by plaintiff, the particular part thereof which is most 
objectionable, and the use of which should be absolutely discon- 
tinued, being the combination of wire towers and other structural 
representations which produce the effect of plaintiff's heading; 
second, in the use of the contract slips or blanks which in color, 
language, shape, and arrangement are copies of those used by plain- 
tiff. These being the more glaring instances of unfair trade com- 
petition, and those by which the greatest damage is likely to be 
wrought to plaintiff, pending a trial of the other issues, the relief 
sought is granted to that extent. 

The order appealed from will therefore be reversed, with $10 
costs and disbursements, and the motion granted to the extent 
indicated, with $10 costs. Settle order on notice. All concur. 
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P. Berersporr & Co. v. Lenn & Fink, Inc. 
Commissioner of Patents 
August 30, 1921 


Trape-Marks—“Peseco” ror Toorn Paste—INJuryY To BusINEss As 

Grounp For Opposinc—APPEAL. 

Where applicant had, under the Trading with the Enemy Act, 
duly succeeded to the title to a trade-mark registration granted the 
opposer, the latter cannot claim as grounds for opposition to the re- 
registration by the assignee the fact that its business in foreign 
countries would be injured thereby, as such injury, if any, would 


result from the transfer of the business rather than from the regis- 
tration. 


Trapve-Marxs—Opposirion—REREGISTRATION BY ASSIGNEE—WHEN JUSTI- 
FIED. 


The title to a trade-mark registration secured by assignment is 
as sound as that gained through direct action and the assignee can- 
not, on trivial grounds, be permitted to reregister the mark in its 
own name prior to the period prescribed by the statute, as this would 
result in two concurrent registrations of the same mark under dif- 


ferent names, which it was manifestly the intention of Congress to 
avoid. 


Appeal from a decision of the Examiner of Interferences. 


Reversed. 


Briesen & Schrenk, of New York City, for appellant. 
Emery, Varney, Blair §& Hoguet, of New York City, for ap- 
pellee. 


FenninG, A. C.: This is an appeal from the decision of 
the Examiner of Interferences dismissing an opposition brought by 
P. Beiersdorf & Co. against an application of Lehn & Fink for 
registration of “Pebeco” as a trade-mark for tooth paste, which 
the application says “has been heretofore registered by P. Beiers- 
dorf & Co., of Hamburg, Germany, under date of April 2, 1907, 
No. 61,678, which said registration is now owned by the under- 
signed.” 

The notice of opposition sets up title to the trade-mark and 
the registration in opposer and alleges that Lehn & Fink has been 
the agent of the opposer. 

The answer alleges, among other things, that in March, 1919, 
the Alien Property Custodian, acting under the provisions of the 
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Trading With the Enemy Act, seized the trade-mark and the busi- 
ness of opposer in the United States appurtenant to said trade- 
mark by an instrument duly recorded in the Patent Office which, 
under Article 7, sub-section C of the Trading With the Enemy Act, 
has the same force and effect as a duly executed assignment to 
the Alien Property Custodian. Thereafter, in April, 1919, said 
trade-mark and the business of opposer in the United States ap- 
purtenant thereto were sold by the Alien Property Custodian to 
applicant and an assignment in writing recorded in the Patent 
Office, wherefor the applicant became owner of the trade-mark 
and the business in the United States appurtenant thereto of the 
opposer. The case was set down on motion under Equity Rule 
29 to test the sufficiency of these allegations in the answer. 

For the purposes of this case opposer admits that the seizure 
was legal and the sale was properly made and consummated. It is 
urged, however, that applicant is not entitled to re-register the 
mark in its own name for the reason that such registration may 
injure the reputation of opposer. It is stated that opposer has 
registered the mark in practically every country that has a trade- 
mark law; that opposer’s business is international and that visitors 
to the United States will be deceived into purchasing applicant’s 
goods in the belief that they are purchasing the same goods as 
opposer sells under the mark in their home countries. This, and 
the other arguments depending thereon, are not sufficient to support 
the opposition. In Imperial Cotton Sales Co. v. The N. K. Fair- 
banks Co., 284 O. G. 961 [11 T. M. Rep. 107], the Court of Ap- 
peals has indicated that the redress accorded in opposition pro- 
ceedings rests fundamentally upon the right of a person to be 
protected in the reputation and good-will of his business. The 
assignment having been made, it would seem that the entire reputa- 
tion and good-will of the business in the United States rests with 
applicant here and we should not be concerned with fine-sjun 
theories of putative damage to opposer’s business or good-will in 
other parts of the world. If such damage arises, it will be caused, 
not by the registration now of the trade-mark, but by the transfer 
of the trade-mark and the business in the United States. 
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It is suggested that the mark is made up of the initials of 
opposer thus, “P B Co,” and consequently the mark should not 
be registered to applicant under the holding in Simplez Electric 
Heating Co. v. The Ramey Company, 243 O. G. 7938, 1917 C. D. 
197, 46 App. D. C. 400 [7 T. M. Rep. 266]. This seems to be 
sufficiently met by the suggestion that the word made from spelled 
out initials is not the name of opposer and that applicant is here 
claiming the mark through a transfer of opposer’s business. 

Opposer argues that applicant has changed the composition 
of the tooth paste and so has changed the goods from what the 
mark originally indicated to the detriment of the international 
reputation of ““Pebeco,” but this is not pleaded or proven and so 
need not be considered. 

These matters, however, become of little moment as opposer 
urges that “under the existing Beiersdorf United States registration 
and the assignment thereof by the Alien Property Custodian, Lehn 
& Fink are vested with every right that is afforded by the trade- 
mark law of the United States. There is not a single provision of 
that law, the benefits of which would be denied to Lehn & Fink, 
assuming the assignment to be valid, merely because Lehn & Fink's 
title was acquired by assignment rather than founded on a regis- 
tration taken out by Lehn & Fink” and further that “there is no 
authority, however, which authorizes such re-registration merely 
as a matter of whim or desire or where no good or sufficient reasons 
are shown to justify the same.’ Applicant points out that this 
issue is not raised by the notice of opposition. It would seem, 
however, justified by Jn re Herbst, 1909 C. D. 333, 32 App. D. C. 
565; and Schierling v. Schulze Baking Co., 240 O. G. 642, 46 App. 
D. C. 50 [7 T. M. Rep. 535]. These cases seem to meet the conten- 
tion of applicant, that the rights of the public have nothing to do 
with opposition proceedings. 

Ex parte, Shinola Company, 177 O. G. 524 [2 T. M. Rep. 
174], is cited as authority for the re-registration of the trade-mark 
by the applicant. That case indicates that such re-registration may 
occur “where good and sufficient reasons are shown to justify the 
same.” The reasoning there seems to be based on the theory that 
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in order to obtain trade-mark registration in foreign countries, such 
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re-registration was necessary. Applicant has not cited and I am 
unable to find any single country of which this is true and, more- 
over, in the present case it seems clear that Beiersdorf has the 
mark already registered throughout the world and applicant’s right 
is limited to the United States. 

Applicant intimates an assignee of a trade-mark has the 
absolute right to re-register the same, notwithstanding the guarded 
statement in the Shinola case. Applicant in its brief, however, 
urges reasons for its re-registration. It is more convenient to 
prove title if a suit should be necessary if the mark is registered 
in its own name. This is too trivial to outweight the corresponding 
inconvenience to the public of having two co-existing registrations 
for the same mark. Applicant urges its desire to file copies of 
its registration with the collectors of customs to exclude goods 
made by opposer or some other and bearing the trade-mark in 
question. It seems, however, that this can be accomplished by 
filing in the Treasury Department the existing registration, to- 
gether with the transfer thereof. Applicant further alleges that 
it “does not know whether the 1907 registration is valid.” It 
would seem, however, that applicant must be fairly satisfied of 
this fact, since the annual report of the Federal Trade Commission 
for the year ending June 30, 1920, indicates that applicant had 
paid a royalty of $800,000 a year and on the purchase of the mark 
paid $1,000,000. Applicant might have applied for cancellation 
under Section 13 of the statute. 

I am unable, however, to find in the trade-mark statutes any 
authority for re-registering a trade-mark merely because there 
has been a change in ownership. Section 12 of the Act of 1905 
provides that the certificate shall remain in force for twenty years. 
Section 10 provides for the assignment of a registered mark. Sec- 
tion 12 provides for the renewal of a certificate of registration upon 
request of the registrant “or transferees of record in the Patent 
Office, and such request may be made at any time not more than 
six months prior to the expiration of the period for which the 


certificates of registration were issued or renewed.” It seems clear 
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from this that Congress intended in this act to provide for but 
a single registration of a trade-mark. Congress has provided for 
a definite procedure when the trade-mark is assigned or transferred, 
and it would seem that the office has exhausted its authority under 
the statute when it follows the procedure laid down in the statute. 
Applicant has followed the statute in recording in the Patent Office 
a transfer of the mark and by such act it has procured every right 
which the statute can give it. For this reason we must grant 
opposer's prayer that the application for registration be denied. 
The Examiner of Interferences is reversed, the opposition is 
sustained, and the registration now asked is refused to applicant. 





Price & TEEPLE Piano Company v. SYMPHONOLA Mre. Co. v. 


RvuDERT 
(282 O. G. 194) 


Commissioner of Patents 


August 19, 1920 


TrapE-Marks—ConFuict oF Names and Goops—“SyMPHONE” AND “SyM- 
PHONOLA.” 

The word “Symphone” is confusingly similar to “Symphonola,” 

and the goods on which they are respectively used, namely, sound- 

boxes for phonographs and player-pianos, are of the same descriptive 


properties. 
SamMe—INTERFERENCE—CrLAIM OF Priorntry Musr Be Svupporrep By Testt- 
MONY. 


Applicant, in an interference proceeding, may not claim priority 
and adoption of a mark stated in the application papers, unless such 
claim is supported by testimony. 


Appeal from the decision of the Examiner of Interferences. 
Affirmed. 
Sheridan, Jones & Sheridan, and Joseph W. Milburn, for 
Price & Teeple Piano Co. 
Bennett S. Jones, for Symphonola Mfg. Co. 
James N. Cooke, for Rudert. 


Coutston, A. C.: This is an appeal by Paul Rudert, one of 
the three parties to the above entitled interference, from a decision 
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of the Examiner of Interferences awarding priority of adoption 
and use to the Price & Teeple Piano Company, and adjudging 
that company entitled to registration if its application be modified 
in the manner indicated. The third party to this interference, 
the Symphonola Manufacturing Company, has filed no appeal from 
the decision below. 

The appeal of the party Rudert raises no question as to the 
correctness of the ruling of the Examiner of Interferences that the 
testimony taken by the junior party, the Price & Teeple Piano 
Company, establishes a date of adoption and use of its mark 
“Symphonola,” for player-pianos and other musical instruments, 
prior to any date of adoption and use established by the appellant. 
That finding will therefore be accepted without further comment. 

The appellant contends, however, that his mark “Symphone’”’ 
is different from the mark of the Price & Teeple Piano Company 
—“Symphonola’’—and that the goods on which he uses his mark, 
namely, sound-boxes for phonographs—are not of the same de- 
scriptive qualities as the goods on which the Price & Teeple Piano 
Company has used its mark, namely, player-pianos. The appel- 
lant has pointed to no reasons in support of his allegations as above 
set forth and cited no authority in support thereof. I think, for 
reasons fully set forth in the decision of the Examiner of Inter- 
ferences and in the light of the authorities he has called to atten- 
tion, the appellant’s position on the question of the similarity of 
marks and descriptive quality of goods as involved in this contest 
cannot be sustained. 

The appellant has also alleged as a ground of his appeal error 
on the part of the Examiner of Interferences in holding that 
he is not entitled to a date of adoption and use as early as that 
set up in his application for registration, notwithstanding the 
fact that he has taken no testimony to establish that date. The 
position thus taken by the appellant is in direct conflict with the 
decision of Lowden v. Allen Brothers Company (187 O. G. 979, 
1908 C. D. 47), cited in the decision of the Examiner of Inter- 
ferences. 


The decision of the Examiner of Interferences awarding pri- 
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ority of adoption and use to the junior party, the Price & Teeple 
Piano Company, is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


WuiteHeap, C.: This is an appeal from a decision sustaining 
an opposition to the registration of a trade-mark which consists of a 
shield surmounted by a crest displaying the device of an arm and 
scimiter, the shield bearing the numerals 1850 and the letter “B”’ 
in English type. The opposition was based upon numerous regis- 
trations of trade-marks embodying the letter “B” with other fea- 
tures. 

The only question is whether the marks are so similar as to be 
likely to be confused. There is no evidence of confusion, or any 
evidence that the letter “B” is a prominent feature of the mark. 
The question of probable confusion must be determined by compari- 
sons of the marks as a whole. The differences are so striking and 
the letter “B” so subordinate a feature that no likelihood of con- 
fusion exists, and the decision is reversed.’ 

Wuireneap, C.: A trade-mark for hosiery consisting of the 
word “Dura” was refused registration because of the prior registra- 
tion of the word “Duratex”. The decision is affirmed. Compare 
with the case of “U-Lavo” and “Lava’’.? 

Wuiteneap, A. C.: The word “Adjusto-Lite” for portable 
electric lamps was opposed by the user of a trade-mark “Auto-lite,”’ 
registered before the date of use claimed by the applicant. No 
testimony was taken, the registrant relying upon his date of reg- 
istration. The registration, however, is for different goods, to wit: 
electrical generating appliances, etc. Before this mark was granted 
an appeal was taken and in the decision it was said that there was 
no objection to the registration “except on automobile lamps or 

*J. C. Blair Company v. L. L. Brown Paper Co., 137 Ms. Dec. 149, 


Dec. 28, 1920. 
*Ex parte, Eli H. Simon, 136 Ms. Dec. 483, Nov. 27, 1920. 






; 
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lighting systems.” Moreover, the same word, ‘“Auto-lite,” was 
registered for other parties for automobile lamps on March 38, 1908, 
and acetylene lamps on May 29, 1906. The opponent therefore 
has no exclusive right in the word “Auto-lite’ for use on lamps. 
The marks in themselves are not similar and convey dissimilar 
suggestions. This difference in suggestiveness was a ground for 
registration of the words “Silver King,” although the word “King” 
had been previously registered, and even in cases where marks are 
dissimilar in appearance, similarity in their suggestiveness is ground 
for holding that they are deceptive; for example, “Beats-all” and 
‘“Knox-all,” “StaKleen” and “Keepclean,” “Roofleak” and “Never- 
leak.’”* 

Wuitenueap, C.: An application for a trade-mark for insecti- 
cides, consisting in part of a picture of a fly, was opposed because 
of the use of the fly. Motion to dismiss was granted on grounds 
not analyzed, but said to be sufficient, and a rehearing granted 
on U. S. Supreme Court decision (Beckwith v. Commissioner of 
Patents, 252 U. S. 588). (Query, whether Examiner could rehear 
motion without permission of Commissioner. ) 

Examiner held that representation of fly described may be 
used by anybody, and in view of disclaimer no damage was done 
to opponent. Under the Beckwith case, a disclaimer reserves 
the right to the use of the words in a descriptive sense by others, 
not in trade-marks confusingly similar to applicant’s. 

Therefore, it does not appear how opponent is damaged by 
the feature disclaimed. Opponent says he uses a representation 
of a peculiar fly and this confusion may be shown by testimony, 
whether fly of applicant is descriptive or fanciful. He should 
have the opportunity to do that and to show likelihood of confu- 
sion. The motion should have been denied. Decision reversed.* 

Fennine, A. C.: An application was filed to register ““Snow- 
cream” for a lard substitute. It was opposed on the ground of 
conflict with ““Snowdrift,’ used for the same goods. The opposi- 
tion was dismissed. ‘“Snowdrift’’ and “Snowflake” have both been 


* Electric Auto-Lite Corp. v. Farber, 135 Ms. Dec. 174, June 26, 1920. 
*O. W. Munn Company v. Hofstra Mfg. Co., 136 Ms. Dec. 375, Nov. 
5, 1920. 
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used before the use by the opponent. “Snow” is a common word, 
therefore, the suffix must distinguish the marks. If the trade can 
distinguish between “Snowflake” and “Snowdrift,” it can also dis- 


tinguish between “Snowdrift” and “Snowcream.” Dismissal af- 
firmed.° 
Fennine, A. C.: An application to register “University” as 


a trade-mark for men’s hats was anticipated by the prior registra- 
tion of “Varsity,” an abbreviation. The application was properly 
rejected.° 

FenninG, A. C.: An application was filed to register “Yel- 
low River” as a trade-mark for a soft drink. Opposed by owner 
of the “Green River” trade-mark, which was previously used. The 
marks are likely to be confused and any doubt must be resolved 
in favor of the earlier user.’ 

Rosertson, C.: An application was made to register the 
trade-mark “Soapolin” for liquid soap. It was opposed on the 
ground of conflict with ‘“Sapolio.” The opposition was dismissed 
by the Examiner of Interferences. There is no claim of imitation 
of the package, wrapper, container or material. The case is not 
free from difficulty, but there is no such doubt as would justify 
sustaining the opposition. The word “soap” is common property. 
The applicant’s mark has been used since 1917 with no proof of 
confusion and no effort made to stop it, facts which indicate a lack 
of deceptive similarity.® 

Rosertson, C.: An appeal from the rejection of the trade- 
mark consisting of the word and symbol “Oakleaf” as a trade-mark 
for paints because of prior registration of ““Banzai’’ and the out- 
line of oak leaf was taken. “Banzai” is the dominant feature of 
the latter mark. The outline of the oak leaf may be regarded 
merely as a background or vehicle to carry the word. The deci- 
sion of the Examiner was reversed.° 


°Southern Cotton Oil Co. v. Patrick-Young Co., 138 Ms. Dec. 296, 
July 9, 1921. 


*Ex parte, Capper & Capper, 138 Ms. Dec. 333, July 18, 1921. 
"Schoenhofen Co. v. Paulos, 1388 Ms. Dec. 274, July 1, 1921. 


*Enoch Morgans Sons Company v. Sanitary Products Co. 138 Ms. 
Dec. 230, June 20, 1921. 


*Ex parte, Wm. Enders Mfg. Co., 188 Ms. Dec. 194, April 8, 1921. 


| 
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Rosertson, C.: An application was filed to register the trade- 
mark “Hava” for biscuits. It was opposed on the ground of con- 
flict with ‘““Uneeda.” It was contended that the words have the 
same meaning, though they are neither in sound nor appearance 
the same, and each conveys a suggestion to purchase. Precedents 
were relied upon of court decisions enjoining “Iwanta,’ “Eta,” 
‘“Uwanta” and “Abetta,’’ but these involved unfair competition in 
imitation of packages, wrappers and labels. Motion to dismiss was 
properly granted and is affirmed.'” 

Rosertson, C.: An appeal was taken from a judgment dis- 
solving an interference on the ground of lack of deceptive similarity 
between the marks. The mark of one party was “Cook-Aid” and 
the mark of the other party “Cooket.” The word “cook’’ may be 
used by either party for a cooking compound. The question is 
between “Aid” and “et.” These would not sufficiently distinguish 
an arbitrary or coined word, but when suffixed to a word in common 
use are distinctive enough. 

See “Sal-Vet” and “Sal-Tone” (S. R. Feil § Co. v. John E. 
Robbins Co., 220 Fed. Rep. 650 [5 T. M. Rep. 163]), in which 
the court said either could use the syllable “Sal” and that there was 
no resemblance between “Vet” and ““Tone.’’"’ 


FenninG, A. C.: An application was filed to register the 
trade-mark “Almacoa,’ within a diamond-shaped outline, for hemp 
and wire rope. The opponent relies on other trade-marks of its 
own, consisting of the words “Cable” and “Drillwell” in a diamond- 
shaped border. The border is the first thing to strike the ordinary 


observer. The opposition was properly sustained.’* 


Descriptive Terms 
Rosertson, C.: An application was filed to register ‘“Bona- 


National Biscuit Co. v. Pennsylvania Baking Co., 138 Ms. Dec. 229, 
June 20, 1921. 

* Synvita Products Co. v. J. S. Ziegler Co. v. Lever Bros. Co., 138 
Ms. Dec. 117, May 11, 1921. 


* Waterbury Co. v. Allied Machinery Co., 138 Ms. Dec. 443, Aug. 16, 
1921. 
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fid’” for toilet paper. The mark is sufficiently arbitrary in form 
and application to be registered.*® 

Fenninc, A. C.: An application was filed to register the 
trade-mark “‘Diphenyl’’ for dyestuff. This is the chemical name 
of a coal tar product. This was admitted, but it is claimed that 
the dyes do not contain dyphenol and are not derived from it. 
Held, that the mark was either descriptive or deceptive. Any 
manufacturer of a dye from dyphenol would be free to call it 
dyphenol due.'* 

Rosertson, C.: “Honest Weight” as a trade-mark for scales 
is descriptive, meaning that they weigh accurately.'® 

Rosertson, C.: “Hold Shape”’ as a trade-mark for shoes is 
descriptive. The “Holeproof” case (172 Fed. Rep. 859) can be 
distinguished. In that case, the word ‘“Holeproof’”’ was shown to 
have acquired a secondary meaning."® 

Fennine, A. C.: “Everfast’” as a trade-mark for linen, cot- 
ton and mixed piece goods is descriptive.*’ 

Rospertson, C.: A petition was filed for a rehearing of the 
appeal on the trade-mark “The Home of Good Hardware’ [11 
T. M. Rep. 269] for ash cans. Dealers carrying on the same 
business as applicant have been entitled to use the words sought 
on their goods. Registration would place a limitation on the free 
use of the English language. A rehearing was denied.’* 


Goods of Same Descriptive Properties 


Covutston, A. C.: Appeal was taken from a judgment dis- 
missing a notice of opposition. The trade-mark “Mission” and the 
picture of a mission building for pickles, flavoring extracts, relishes, 
ete., was opposed by one who claimed use of the trade-mark on 


canned fruits and vegetables. In the absence of any proof of use 


‘Ex parte, Scott Paper Company, 1388 Ms. Dec. 407, Aug. 2, 1921. 
‘Ex parte, Geigy Company, Inc., 138 Ms. Dec. 289, July 7, 1921. 
‘**Ex parte, Toledo Scale Company, 138 Ms. Dec. 193, June 4, 1921. 
** Ex parte, Wise, Show & Feder Co., 1388 Ms. Dec. 196, June 4, 1921. 
Ex parte, Erlanger, Blumgart & Co., 138 Ms. Dec. 447, Aug. 13, 1921. 
* Ex parte, Banister & Pollard Company, 138 Ms. Dec. 161, May 26, 
1921, 
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of the mark on pickles and condiments, held that the opposition 
should be dismissed. It has been heretofore held that these goods 
were of the same descriptive properties (Kidd v. Reiter Company, 
194 O. G. 551); it has since been held to the contrary (Sexton § Co. 
v. Albert §& Maguire, 114 Mo. Dec. 320). There is no proof of con- 
fusion in this case and the mark was used by the applicant for 
twelve years, and it is proper to give the applicant the benefit of the 
doubt.’® 

Coutston, A. C.: The trade-mark ‘Peter Pan” and the rep- 
resentation of that character as a trade-mark for canned peas 
and corn was properly rejected because of the prior registration 
of practically the same mark for canned pineapple. The only 
question is whether the goods are of the same descriptive properties 
and it has been held in other instances that they are. (H.W. Abts. 
Co., 126 Ms. Dec. 42.) While nobody would mistake the one 
product for the other, they would by reason of the similarity of 
the marks believe that they were of the same origin.”° 

Wuiteueap, C.: The words “Blue Bird” and the picture of 
a bird for cleaning and scouring preparations was rejected on 
the prior registration of the words “Blue Bird’ and the picture 
of a bird for washing powder. Held that the goods are of the 
same descriptive properties and that any purchaser would believe 
that they were of the same origin.** 

Newton, C.: The trade-mark “Veltex’”’ for non-metallic eye- 
glass frames was rejected by the Examiner because of the prior 
registration of the same mark for eyeglass lenses. On the state- 
ment of the applicant that the prior registrant has no objection 
to the registration and in view of the difference of the goods, the 
mark should be passed for publication, subject to opposition.** 

Wuiteneap, C.: The word “Chamette” for woolen and silk 
piece goods was refused because previously registered for cotton 


** California Packing Corp. v. Price Booker Mfg. Co., 137 Ms. Dec. 305, 
Jan. 28, 1921. 

* Ex parte, Inderrieden Canning Co., 135 Ms. Dec. 483, Aug. 23, 1920. 

* Ex parte, Fitzpatrick Bros., 137 Ms. Dec. 141, Dec. 27, 1920. 

“Ex parte, New Jersey Optical Company, 135 Ms. Dec. 230, June 
19, 1920. 
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piece goods. The mark would lead to the belief that the goods 
were of the same origin and it has, moreover, been already held 
that silk and wool goods on the one hand and cotton piece goods 
on the other hand were goods of the same descriptive properties. 
(Cumner-J ones Company, 120 Ms. Dec. 38 [6 T. M. Rep. 446].)*° 

Mann, C.: Appeal from a judgment dissolving an interfer- 
ence. Reversed. Examiner stated that music rools for automatic 
playing instruments of the keyboard type are of different descript- 
ive properties from phonographs and phonograph records, but the 
average purchaser would be confused by the use of the same mark 
upon these goods.** 

Fennine, A. C.: An application was filed to register the 
name “Manhattan” for knitted and woven underwear, hosiery, 
bathing suits and sweaters, the mark having been used since 1889 
on knitted and woven underwear and exclusively so from 1895 to 
1905. The applicant used the mark on hosiery since 1917. The 
opponent used the mark on hosiery since 1914, but the mark 
was not free for adoption by opponent in 1914. (Wolf & Son v. 
Lord & Taylor, 202 O. G. 6382 [4 T. M. Rep. 219].)* 

Rospertson, C.: A petition was filed to review the Examiner 
of Interferences’ refusal to dismiss an opposition. No appeal lies 
from such refusal, but the circumstances seem to warrant a review 
in this case. 

An application was filed to register the trade-mark “Univer 
sal” for wet storage batteries. The opponent shows thirty-three 
registrations of the trade-mark for sundry goods, such as food 
choppers, safety razors, ete. The applicant says that there is 
no similarity of goods and the word is in common use and not 
arbitrary and fanciful. The application was passed over a prior 
registration for dry batteries and these goods are much nearer 
than those involved in the opposition proceeding. When a mark is 

“Ex parte, Arthur I. Ludwig, 136 Ms. Dec. 63, Sept. 13, 1920. 

“National Phonograph Supply Company v. Standard Music Roll 


Company, 137 Ms. Dec. 436, March 3, 1921. 
*Taves & Co. v. Robt. Reis & Co., 188 Ms. Dec. 294, July 7, 1921. 
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used by many, the right thereto should not be extended beyond 
the field of actual use.*® 

Coutston, A. C.: An application was filed to register the 
trade-mark “Chlorax’’ for tooth paste. It was opposed by the 
registrant of “Clorax’’ (No. 102,650), a preparation for bleaching, 
cleaning and an antiseptic compound. Opposition dismissed on 
evidence of opponent, who alone took testimony. Appealed. The 
proof showed the manufacture of above and the discovery that a 
weak solution was suitable for a mouth wash. None was ever shown 
to have been sold for the purpose. The opponent has taken initial 
steps to put out a tooth paste, which it wishes to sell under the 
“Clorax” mark. The only question is whether the goods are of the 
same descriptive properties, or so similar as to make tooth paste 
a legitimate expansion of the earlier business. It was held on 
appeal that such is the case and that the opposition should be 
sustained. Bleaching, cleaning and antiseptic properties should 
characterize a tooth paste, the difference being one of strength of 
material. The same dealers would handle both and the public 
would think both came from the same source. Where there is no 
question of priority, reasonable protection should be given to goods 
likely to be supposed to come from the same source. The decision 


or 


of the Examiner was reversed.*' 


Misbranding 


WuirtenHeap, C.: A trade-mark or hog cholera medicine was 
refused registration, based on misbranding of the labels. The 
original labels referred to remedy as a hog cholera cure. Other 
labels now filed describing goods as “Effective remedy.’ There 
“an be no remedy for an acute disease if it is not a cure and no 
cure is recognized, except serum. Registration properly refused.** 

** Landers, Frary & Clark v. Universal Battery Co., 138 Ms. Dec. 
405, Aug. 2, 1921. 

* Electro-Alkaline Co. v. Nulyne Laboratories, 188 Ms. Dec. 51, April 
4, 1921. 


* Ex parte, United Compound Drug Co., 136 Ms. Dec. 285, Oct. 22, 
1920. 
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Non-Essential Features 


Mann, A. C.: Appeal from ruling of the Examiner of Trade- ' 
Marks requiring certain words to be added to the drawing and then 


a 


disclaimed. This trade-mark in an interference was held to be 
registerable and amended to show the mark as used on the labels. 
But the words “Front End” and “Stock Paint” are no part of the 


wea 


uate 


trade-mark and need not be added to the drawing. The word 


“Stabrite” is clearly descriptive, but may be registered with a 


ell 


disclaimer.~” 


Priority of Use 






















FenninG, A. C.: An application was filed for the registra- 
tion of a trade-mark, the word “Ace” over the representation of 


an aeroplane propeller for various articles of men’s clothing, which 


ae 


interferred with the words ‘““American Ace’’ and an aeroplane for 


the same goods. The Phillip Jones Company took no testimony, 


ed 


but relied upon their registration as evidence, on the question of 
priority and argued that the registrant is not confined to the date 
of registration, but can claim the benefit of the date of filing, 
which is prior. The statute makes the certificate prima facie evi- 
dence of ownership, but by inference this must mean ownership 
at the time of filing the application, since this must show use. 
Also cancellation is provided in the law, if applicant is not en- 
titled to the mark at the date of application. The application and 
the affidavit forming part thereof must be taken as prima facie 


ua Da 


evidence of ownership at the date of application. Priority was 









awarded to Phillip Jones Company.*° 


Public Insignia 


Newton, C.: An application to register the trade-mark / 
U. S. N. for paints was rejected upon the ground that it contained 


public insignia and would deceive purchasers by indicating that 
the paint was approved by the Navy. The letters “U. S.” have 


already been refused registration on this ground (Ez parte, U. S. 







Se eed 







*Ex Parte, Chas. R. Long, Jr., 137 Ms. Dec. 155, Dec. 29, 1920. 
” Rosenberg Co. v. Phillip Jones Co., 138 Ms. Dec. 347, July 19, 1921. ; 
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Rubber Company, 257 O. G. 408), and this decision has just been 
affirmed by the Court of Appeals. [10 T. M. Rep. p. 289.] 
(See the following registrations of the word “Navy” for 
tobacco: 12,512; 14,507; 180,034; 185,587; serial number 122,874, 
Official Gazette, February 22, 1921.)* 


Refiling Under Act of 1920 


Wuirenueap, C.: Petition to revive a trade-mark for carbon 
paper. No showing was made why action was not taken within 
a year from date of last decision. If it is desired to present the 
case under the Act of 1920, a new application must be filed.** 

Wuireneap, A. C.: A trade-mark application filed under the 
Act of 1905 may be brought under the Act of March 19, 1920, by 
amendment. The payment of additional fee is not required.*® 


Rehearing 


Newton, C.: Application for rehearing. See decision of 
June 12, 1920, 185 Ms. Dec. 169 [11 T. M. Rep. 271]. Upon 


the application for rehearing it was held that the applicant might 
register the words ‘Art Corners” without the enclosing panel with 


which the mark was embellished.** 


Suspension of Opposition 


Newton, C.: Motion to suspend opposition proceedings until 
an interference was disposed of granted, since in the interference 
proceeding the Patent Office has more liberty of action. (Royal 
Embroidery Works v. Van Raalte, 225 O. G. 1054 [8 T. M. Rep. 
411].) The fact that the motion was not made before the filing 
of an answer in the opposition is immaterial. The applicant has 
asked for a disclosure in the form of interrogatories, in accordance 
with the procedure in equity suits, but in an opposition the oppo- 

* Ex parte, Billings-Chapin Company, 135 Ms. Dec. 202, June 16, 1920. 
ey Ex parte, Remington Typewriter Co., 136 Ms. Dec. 115, Sept. 22, 


* Ex parte, Star Rubber Company, 135 Ms. Dec. 462, Aug. 9, 1920. 
“Ex parte, Albert W. Engel, 135 Ms. Dec. 403, July 19, 1920. 
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nent must take testimony in the first instance, and this is the best 
disclosure that can be had.*° 


Testimony in Interference 


















: 

WuiteHeap, A. C.: Petition in a trade-mark interference 
concerning a trade-mark for boys’ suits and clothing. On appeal 

to the Court of Appeals, the decision of the Commissioner of 


Patents was reversed and the case sent down with permission of 
the appellee to take further testimony on the question of inter- 
state use of the trade-mark. [10 T. M. Rep. p. 381.] Since the 
decision of the Court of Appeals specifically provides that the 
appellee be allowed to take such testimony, the question of the 
right to take such testimony is not open to argument here. It 
should have been argued if at all in the Court of Appeals and the ' 
time set for the taking of the testimony must stand. Petition that 
the assignment of time for taking testimony be set aside denied.*® . 


taal 


What is a Trade-Mark? 


















Newton, C.: Application was made to register the words . 
“Saw Makers” as a trade-mark for saws, saw handles and other ; 
tools. It was argued that this mark was not descriptive of saws. 
This, however, is not a trade-mark. Any manufacturer of saws 
has a right to call himself a sawmaker. The specimens show that 


the mark is used in the form 


SIMONDS MFG. CO. 
(The Saw Makers) 


The unregistrability of the mark is quite evident from the 
specimen. The fact that the words “Tag Makers” was previously 
registered puts the Office in a humiliating position, that it has 
already registered for one applicant what it cannot register for 
another, but that is no reason for repeating a previous error.*’ 


sa sania anette at 


* Hall, Hartwell & Company v. Kaplan Bros. Co., 135 Ms. Dec. 190, 
June 17, 1920. 


“Arthur Letts v. Kuhn & Sons, 185 Ms. Dec. 417, July 22, 1920. 
"Ex parte, Simonds Mfg. Company, 135 Ms. Dec. 193, June 16, 1920. 


ELEVEN TRADE-MARK REPORTER 


What is Trade-Mark Use? 


WuireneaD, C.: In an application to register a trade-mark 
for glass bottles and jars affidavits were prepared and submitted 
on appeal. The application was refused on the ground that no 
trade-mark was shown for the goods specified. The specification 
showed use of the mark on wine. The applicant is the manufac- 
turer of American wine which it now sells with the alcohol ex- 
tracted. The applicant buys its bottles back from dealers to 
protect itself against refilling. The only use of the bottles, how- 
ever, is to contain the wines and the use of the mark thereon is 
not use as a trade-mark upon the bottles. (Pioneer Suspender 
Co. v. Oppenheimer’s Sons, 128 O. G. 12938; Ea parte, Adams, 
255 O. G. 609.)** 

Fennine, A. C.: An application was filed for the registra- 
tion of a trade-mark for mortgages. The company loans money 
and takes mortgages, which it offers and sells. The trade-mark 
was used on the descriptive advertising matter and not on the 
mortgages themselves. It was held that this was no trade-mark 


use. Therefore, the application was properly rejected.*” 


Whole Mark to be Registered 


Newton, C.: Opposition to the registration of the trade-mark 
‘“Hay-Po” for a hair dressing. The specimens show the use of 
two portraits and the words ‘Before’ and “After.” The opponent 


also uses two portraits very similar in appearance, with the word 
“Poro.”” There is nothing in the record to show that the word 
‘““Hay-Po” was ever used alone, and under the decision of the 
Supreme Court (Beckwith v. Commissioner of Patents, 274 O. G. 
613), the applicant should have been required to show the other 
features of the mark. He should not be allowed to register one 
feature when the mark discloses others. Opposition sustained.*° 


* Ex parte, Garrett & Company, 137 Ms. Dec. 330, Jan. 28, 1921. 


‘Ex parte, Associated Mtg. Investors, Inc., 188 Ms. Dec. 327, July 
16, 1921. 


" Malone v. Hay, 135 Ms. Dec. 241, June 23, 1920. 





